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Insert the following case on page 107 after Lululemon: 
 

THE PENNSYLVANIA STATE UNIVERSITY v. VINTAGE BRAND, LLC 
___ F.Supp.3d ___ (M.D. Pa. July 14, 2022) 

 
BRANN, Chief Judge: 
 
In June 2021, The Pennsylvania State University sued Vintage Brand, LLC, an online retailer of 
goods bearing screen-printed, and often retro, logos and images. Penn State contends that this 
practice violates federal and state trademark and unfair competition laws. Vintage Brand, however, 
denies these charges and asserts four counterclaims attacking the validity of Penn State’s marks—
emphasizing that while it sold goods with Penn State’s marks, these images and logos are in the 
public domain and not subject to further protection under trademark law. Penn State now seeks to 
dismiss Vintage Brand’s fourth counterclaim, where the Company contends that three of the 
University’s marks should be canceled because they are ornamental and fail to function as 
trademarks. 
  
While this case touches on broad and substantial questions about collegiate merchandising rights 
under trademark and unfair competition law, the fate of Penn State’s motion turns on a far narrower 
question: Under the Lanham Act, does a symbol identify the source of the goods if it merely creates 
an association between it and the trademark holder? 
  
Because the Court finds that it does not, Penn State’s motion to dismiss is denied. 
  

I.   FACTS ALLEGED IN THE COMPLAINT 
 

For today’s motion, the Court need not delve deeper than the allegations about the three marks. 
First among them is the University’s 1984 registration of the text “PENN STATE.”  The University 
holds this registration across a host of goods, including everything from apparel, banners, and 
flasks to USB flash drives, manual toothbrushes, and salt and pepper shakers.  Second is the image 
of the so-called “Pozniak Lion,” [depicted below] which Vintage Brand contends was used as a 
school logo until it was phased out in 1987. 
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Penn State registered this mark in 2017 for use on metal novelty license plates and apparel. And 
third is the image of the Penn State seal [depicted below]. 

 
Similarly registered in 2017, this mark—which displays the Pennsylvania Coat of Arms ringed by 
the University’s name and date of founding—covers various apparel and drink-related goods, such 
as decanters, coasters, and ceramic mugs. 
  
For each, Vintage Brand alleges the same deficiencies. The Company pleads that they are “used 
as mere decoration, printed in large font and in a prominent location, and [do] not serve to identify 
Penn State as the source or origin of the goods”; that “[o]n information and belief, consumers 
perceive ... [the marks] to be merely a decorative feature of the goods and not an indication of the 
source of the goods”; and finally that their “overall commercial impression ... is purely ornamental 
or merely a decorative feature[,] ... [and they] do not identify and distinguish Penn State’s goods 
from those of others and, therefore, do not function as a trademark ....” 
  

III.  ANALYSIS 
 

Under the Lanham Act, a trademark can be obtained for “any word, name, symbol, or device, or 
any combination thereof ... used by a person ... to identify and distinguish his or her goods ....” 
When a trademark fails to fulfill this purpose, it is subject to cancellation.17  Because Penn State 
has registered these three marks with the United States Patent and Trademark Office Vintage Brand 
must show that they are invalid. 
  
Vintage Brand attempts to do so here through an ornamentality challenge. A registration fails on 
this ground when its overall commercial impression is “solely as attractive ornamentation” and not 
“also as a symbol that identifies and distinguishes a single source.”19  In assessing aesthetic 

 
17 Given the parties’ focus on merchandise-related registration categories, I assume that Vintage Brand’s ornamentality 
challenge is “as applied,” and thus an effort to deny protection in these narrow categories, rather than an effort to 
cancel the marks as a whole. See also Int’l Order of Job’s Daughters v. Lindeburg & Co., 633 F.2d 912, 918–20 (9th 
Cir. 1980) (considering an as-applied functionality defense to a trademark-infringement claim). 
19 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition § 7:81 (5th ed., June 2022) (McCarthy on 
Trademarks and Unfair Competition); see [] Bobosky v. Adidas AG, 843 F. Supp. 2d 1134, 1145 (D. Or. 2011). For 
the purposes of today’s motion. I have proceeded using the standard described in McCarthy on Trademarks and Unfair 
Competition. I will note, however, that Vintage Brand contends that the seemingly more lenient Third Circuit standard 
for trade dress claims should be imported instead. Doc. 39 at 8 (quoting  Duraco Prods., Inc. v. Joy Plastic Enterps., 
Ltd., 40 F.3d 1431, 1449–50 (3d Cir. 1994)) (“[T]he configuration for which protection is sough must not appear to 
the consumer as a mere component, or the essence, of the product gestalt, but rather must appear as something attached 
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ornamentation, the first half of this conjunctive requirement, courts have considered the symbol’s 
“size, location[,] and dominance,” and whether it is accompanied by a ™ or ®.20  Sitting at the 
non-ornamental end of this continuum are the small symbols affixed to the tag of a shirt or stamped 
on the bottom of a mug. While on the ornamental side stand the large, dominant, and centrally 
located symbols, such as shirts with text emblazoned across the chest or a coaster with a mascot 
featured across the top. By both allegation and appearance, Penn State’s marks fall into the latter. 
  
But this finding does not settle the matter. The ornamentality requirement is conjunctive; that “a 
design is pleasing to the eye and serves a decorative purpose does not mean that the design cannot 
also serve a trademark purpose.”22  The Court must also consider whether the marks “identify and 
distinguish” the goods. This requirement, which invokes the Lanham Act’s definition of a 
trademark, broadens the analysis to the fundamental trademark question: does the mark serve a 
source identifying function?23  And here, the parties’ understanding of the law diverges. 
  
Vintage Brand contends that consumers believe that the essence of these marks is to signal their 
support for the University, not that the University has produced, approved, or guaranteed the 
quality of the item. So in its view, the marks do not “identify and distinguish” Penn State as the 
source of the goods. Penn State, on the other hand, contends that “it would be unimaginable that 
using PENN STATE, the University, or the Pozniak Lion Logo on a good, no matter how 
prominently, could be perceived by the consuming public as anything other than an identification 
of Penn State as the source or second source of the good.” These arguments are nothing new. They 
have been raised across a host of decisions that assess whether a symbol is eligible for trademark 
protection to begin with (the so-called “eligibility” cases) or whether another entity’s use of a 
trademark symbol constitutes infringement (the so-called “infringement” cases).26  And while 
these cases’ terminologies and postures vary, they center on a common question: should trademark 
holders—particularly those in the business of education, research, and New Year’s Six 
appearances—have an exclusive right to control merchandise bearing their marks when consumers 
are purchasing the products not for their guaranteed quality, but to signal their support for or 
affiliation with the trademark holder? 
  

 
(in a conceptual sense) to function in actuality as a source designator—it must appear to the consumer to act as an 
independent signifier of origin rather than as a component of the good.”). 
20 Bobosky, 843 F. Supp. 2d at 1145. 
22 McCarthy on Trademarks and Unfair Competition § 7:24. 
23 Id. § 7:81 (“The ‘merely ornamental’ rule is simply a facet of the basic trademark factual question: is the disputed 
feature in fact perceived by customers as a trademark or not?”). 
26 Determining whether distinct tests interlock or pass by one another can pose difficulties. But here, where Vintage 
Brand is using the exact trademarked symbols in a market that Penn State is also engaged in, there appears to be little 
difference between the cases undertaking an infringement analysis (through the likelihood of confusion) and an 
eligibility analysis (whether the mark identifies the source of the goods). Indeed, the cross-pollination of these cases 
appears to be common practice. E.g., Univ. Book Store v. Bd. of Regents of the Univ. of Wisconsin Sys., 33 U.S.P.Q. 
1385, 1994 WL 747886, at *22 (Trademark Tr. & App. Bd. June 22, 1994) (citing  Boston Pro. Hockey Ass’n v. 
Dallas Cap & Emblem Mfg., 510 F.2d 1004 (5th Cir. 1975)) and  In re Olin Corp., 181 U.S.P.Q. 182, 1973 WL 19761, 
at *1–2 (Trademark Tr. & App. Bd. Nov. 19, 1973). It’s also worth noting the obvious: no court can find infringement 
for a plaintiff on a Rule 12 motion. Still, infringement claims are generally considered using a multifactor fact-
intensive inquiry.  . . . But if a court weighing similar facts in the infringement context disposes of the traditional 
inquiry and enters an automatic finding of likely confusion, e.g., Boston Pro. Hockey Ass’n v. Dallas Cap & Emblem 
Mfg. Inc., 510 F.2d 1004, 1012 (5th Cir. 1975), it suggests that the issue, in the eligibility context, could be disposed 
of on the pleadings, as any claim that there’s no source identification would be rendered implausible. 
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Perhaps it should come as no surprise that our modern trademark regime has struggled with this 
question.  [The court noted the expansion of trademark law to protect mark owners against the use 
of similar marks outside of their core business provided consumers would presume some form of 
affiliation or sponsorship (which we will discuss in detail in Chapter 7 of this casebook), and 
suggested that efforts to control the use of marks on merchandise beginning in the 1970s 
represented yet another attempt to expand the protections provided to sellers under the law]. For 
universities, this trademark use diverged from traditional areas of trademark protection, such as 
Penn State preventing an unaffiliated educational institution from using its name. In this 
hypothetical, a consumer might reasonably believe that they are enrolling in a Penn State affiliate. 
But university-trademarked apparel and merchandise present a different case; the mark itself is the 
product. 
 
From the outset views diverged on whether, given this overriding non-trademark function, the 
marks still identified the entity as the source or sponsor of the goods. Some, notably the United 
States Court of Appeals for the Fifth Circuit in Boston Professional Hockey Ass’n v. Dallas Cap 
& Emblem Manufacturing (Boston Hockey)33 and the Trademark Trial and Appeals Board in In re 
Olin Corp.,34 found that the marks inherently do.  The Fifth Circuit drew this conclusion from the 
fact that consumers only purchase the merchandise because of the mental association it creates 
between the trademark and trademark holder.  The question as they saw it was answered by sole 
reference to whichever party’s toil generated the sale, with no need to undertake a fact-intensive 
inquiry into whether consumers believed the trademark holder had manufactured or sponsored the 
product. The Trademark Trial and Appeals Board, on the other hand, reasoned from the negative. 
It found that a mark—like that of New York University’s—“inherently .... advise[s] the purchaser 
[that] the university is the secondary source of that shirt” because “[i]t is not imaginable that 
Columbia University will be the source of an N.Y.U. T-Shirt.”  This per se approach (as I’ll call 
it) is forwarded by Penn State here; and, if adopted, it would entitle the University to its motion to 
dismiss as there can be no doubt that Vintage Brand’s customers are buying its Penn State products 
because of the associations they create with the University. 
  
That said, still more have rejected this per se approach—even if they ultimately found that a bona 
fide mark had been infringed.39  Instead, as these courts have emphasized, trademark law requires 
more than a mental association between the trademark and trademark holder. As they see it, the 
consumer must instead believe that the trademark indicates that the trademark holder is the source, 
sponsor, or is otherwise affiliated with the good—a question of fact. Vintage Brand contends that 
the Court must minimally follow this approach (though it also suggests the marks may inherently 
not serve a source identifying function . . .), thus allowing its claim to move past the motion to 
dismiss. 
  

 
33  510 F.2d 1004, 1011–12 (5th Cir. 1975), cert. denied, 423 U.S. 868 (1975). 
34 1973 WL 19761. 
39 See  . . . Int’l Ord. of Job’s Daughters v. Lindeburg & Co., 633 F.2d 912, 918 (9th Cir. 1981), cert. denied, 452 U.S. 
941 (1981);  . . .  Nat’l Football League Props., Inc. v. Wichita Falls Sportswear, Inc., 532 F. Supp. 651, 659–61 (W.D. 
Wash. 1982); see also . . . McCarthy on Trademarks and Unfair Competition § 7:24 (“whether an ornamental design 
also serves as a trademark requires a highly fact-dependent analysis and a close examination of the probable 
impression made on the buying public”). 
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This dispute has arisen in this Court, however, because many courts have still not squarely 
addressed the question. And that list includes the Supreme Court and the United States Court of 
Appeals for the Third Circuit. . . 
  
Although . . . this issue [is] unresolved at the national and circuit levels—I see a clear loser: the 
per se approach forwarded by Penn State in its motion to dismiss. My reasoning is twofold. First, 
in the infringement context, efforts to walk back Boston Hockey began not long after the decision 
came down. . . 
  
Second, I find the analysis offered by the Trademark Trial and Appeals Board in its eligibility 
cases unconvincing. In the university context, these revolve around In re Olin Corp. There, in 
explaining why a New York University-branded shirt would identify the university as the sponsor 
or authorizer, the Board reasoned, “[i]t is not imaginable that Columbia University will be the 
source of an N.Y.U. T-shirt.” But this play on an intercollegiate rivalry distracts from an error in 
reasoning: you cannot determine whether consumers believe an entity is the source or secondary 
source of a good by crossing out one entity that consumers obviously believe is not. The conclusion 
that purchasers will think that N.Y.U. sponsored or authorized the shirt does not necessarily follow 
from the statement that no purchaser will think that Columbia University is the source. There’s a 
gulf of other possibilities. 
  
The Court accordingly sees no reason to perpetuate or resuscitate this per se approach. Whether 
consumers believe that a university is the source, sponsor, or authorizer of merchandise bearing 
its marks should—minimally—turn on just that: what the consumers believe. And for that reason, 
Penn State’s motion to dismiss is denied. 
 
 
Add as Notes 4-5 on page 108: 
  

4.  Scope and Conceptualization of the Mere Ornamentality Rule?  Is the mere 
ornamentality rule applicable to all types of trademark subject matter?  Do you think the outcome 
on the mere ornamentality challenge will be the same for all three of Penn State’s trademarks?  To 
what extent does the mere ornamentality duplicate (or overlap with) the question of 
distinctiveness?  If the court eventually finds the mark PENN STATE to be merely ornamental, 
what relief do you think will be granted?  (We will discuss the question of cancelation of trademark 
registrations in Chapter 5).  How do you think that what the court decides on validity will affect 
Penn State’s ability to enforce any remaining trademark rights?  (We will discuss scope of rights 
in Chapter 7).  How did the court in Penn State use enforcement or infringement case law to inform 
its validity analysis? 
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5.  Source-Identification and Association.  The Penn State court concludes that a symbol 

does not “identify the source of the goods if it merely creates an association between it and the 
trademark holder.”  Does that proposition fit with the statutory definition of “trademark” or with 
the functions of trademarks as understood in the case law discussed to date in this Chapter?  See 
Mark P. McKenna, Trademark Use and the Problem of Source, 2009 U. ILL. L. REV. 773, 800 
(arguing that “[a] non-trademark use—one that does not indicate source, sponsorship, or 
affiliation—is not merely unlikely to cause confusion; it is conceptually incapable of causing the 
type of confusion that is actionable under the Lanham Act”).  To make the exercise more concrete, 
what is the consumer understanding engendered by the use of the term COKE for soft drinks?  
Which parts of that understanding represent “trademark meaning”?  Then ask the same questions 
about the use of the term KIM KARDASHIAN for perfume. (We understand that “with gardenia 
and jasmine, it smells as rich and sophisticated as perfumes triple the price”). 
 
 
Insert the following case after Bayer v. Belmora at page 495: 

 
MEENAXI ENTERS. v. COCA-COLA CO. 

__ F.4th __ (Fed. Cir. June 29, 2022) 
 
DYK, Circuit Judge: 
 
The Coca-Cola Company (“Coca-Cola”) distributes a Thums Up cola and Limca lemon-lime soda 
in India and other foreign markets. Meenaxi Enterprise, Inc. (“Meenaxi”) has distributed a Thums 
Up cola and a Limca lemon-lime soda in the United States since 2008 and registered the THUMS 
UP and LIMCA marks in the United States in 2012. Coca-Cola brought cancellation proceedings 
under § 14(3) of the Lanham Act, asserting that Meenaxi was using the marks to misrepresent the 
source of its goods. The Trademark Trial and Appeal Board (“Board”) held in Coca-Cola’s favor 
and cancelled Meenaxi’s marks. Meenaxi appeals. Because we conclude that Coca-Cola has not 
established a statutory cause of action based on lost sales or reputational injury, we reverse. 
 

BACKGROUND 
 
I 

 
Coca-Cola began operating in India in 1950. Parle (Exports), Limited of Bombay, India (“Parle”) 
introduced the Thums Up cola in India in 1977 and the Limca lemon-lime soft drink in India in 
1971. Coca-Cola purchased Parle in 1993 and acquired Parle’s Indian registrations of the THUMS 
UP and LIMCA marks. Coca-Cola’s beverages are available in over 2.6 million retail outlets 
throughout India. Thums Up cola is also sold in Bangladesh, Oman, Singapore, and the United 
Arab Emirates, and Limca soda is also sold in Angola, Nigeria, Sri Lanka, Bhutan, Oman, 
Singapore, and the United Arab Emirates. The Indian High Court of Delhi found in 2014 that the 
THUMS UP mark was “famous” and “well known” in India, and previously found in 2011 that 
the LIMCA mark was “well known” in India. 
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Coca-Cola claims that its Thums Up and Limca beverages have been imported and sold in the 
United States by third parties who purchased the products in India since at least 2005. [Coca-Cola 
officials submitted affidavits, stating that] authentic “Thums Up and Limca products are resold by 
third parties in Indian grocery stores, restaurants, and other retail outlets in the U.S.” . . . Based 
primarily on these affidavits . . . the Board found that there is “an interest in [Coca-Cola’s] goods 
in the United States by Indian grocers, restaurants and other retail outlets.”  
 
Meenaxi has been selling beverages to Indian grocers in the United States since 2008 using the 
THUMS UP and LIMCA marks. Prior to beginning use of the marks in 2008, Meenaxi claims to 
have searched for the mark in the U.S. Patent and Trademark Office (“USPTO”) database and in 
several Indian grocers in the United States. The USPTO search revealed an application for the 
THUMS UP mark was abandoned in 1987 and a registration for the LIMCA mark expired in 1996.  
[In 2012, Meenaxi successfully registered the THUMS UP and LIMCA as standard character 
marks for soft drinks with the USPTO]. 
 

II 
 
On March 8, 2016, Coca-Cola brought a claim under § 14(3) of the Lanham Act to cancel 
Meenaxi’s registrations for misrepresentation of source. . .  
 
The Board first addressed Coca-Cola’s statutory entitlement to bring a cancellation claim before 
reaching the merits. Under the statute, Coca-Cola was required to establish that it “believes that 
[it] is or will be damaged . . . by the registration of [the] mark.” Under the Supreme Court’s decision 
in Lexmark International, Inc. v. Static Control Components, Inc., 572 U.S. 118 (2014), 
entitlement to a statutory cause of action under the Lanham Act requires demonstrating (1) an 
interest falling within the zone of interests protected by the Lanham Act and (2) an injury 
proximately caused by a violation of the Act. 
 
Considering the zone-of-interest prong of the statutory entitlement inquiry, the Board found that 
Coca-Cola owns registrations for the THUMS UP and LIMCA marks in India and other countries 
and that these marks are well known in India, command a substantial market share in India, and 
are imported and sold in the United States by others. The Board further found that “the reputation 
of [Coca-Cola’s] THUMS UP and LIMCA beverages would extend to the United States, at least 
among the significant population of Indian-American consumers.” This was so because Coca-
Cola’s THUMS UP and LIMCA marks “likely would be familiar to much of the substantial Indian-
American population in the United States.” The Board relied on evidence that the Indian-American 
population in the United States was over 2.6 million in 2010 and had climbed to over 3.8 million 
by 2015. 
 
Considering the proximate damage prong of the statutory entitlement inquiry, the Board found that 
Coca-Cola “reasonably believe[d] in damage proximately caused by the continued registration by 
[Meenaxi] of THUMS UP and LIMCA,” as Meenaxi’s use of the THUMS UP and LIMCA marks 
could cause a harm “stemming from the upset expectations of consumers.” The Board also noted 
that Meenaxi had used its registrations to block importation of Coca-Cola’s Thums Up and Limca 
beverages by third parties. Thus, based on these findings and the Fourth Circuit’s decision in 
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Belmora LLC v. Bayer Consumer Care AG, 819 F.3d 697 (4th Cir. 2016), the Board found the 
zone-of-interest and damage prongs of Lexmark met. 
 
On the merits, the Board reiterated that Coca-Cola’s THUMS UP and LIMCA marks had 
reputations that would be familiar to Indian Americans in the United States. [And the Board 
explained that Meenaxi had “admitted knowledge of Coca-Cola’s marks” having been used in 
India]. The Board [also] found that Meenaxi had intentionally adopted logos and a slogan that 
were exact or nearly exact replicas of those used by Coca-Cola and only changed the logos once 
Coca-Cola objected.1 
 
Relying on these underlying findings, the Board held that Meenaxi was attempting “to dupe 
consumers in the United States who were familiar with [Coca-Cola’s] THUMS UP cola from India 
into believing that [Meenaxi’s] THUMS UP cola was the same drink,” and that these efforts to 
deceive satisfied the misrepresentation of source claim. On June 28, 2021, the Board cancelled the 
‘597 and ‘598 Registrations.  [Meenaxi appeals.] 
 

DISCUSSION 
 
I 

 
As a threshold matter, we must address whether Coca-Cola has a statutory cause of action to 
challenge Meenaxi’s trademark registrations for the THUMS UP and LIMCA marks.  . . . In 
Lexmark, the Supreme Court held that such causes of action “extend[] only to plaintiffs whose 
interests ‘fall within the zone of interests protected by the law invoked.’” 572 U.S. at 129 . . .That 
in turn requires an allegation of “injury to a commercial interest in reputation or sales.” While the 
zone-of-interest “test is not especially demanding,”. . . it nonetheless imposes a critical 
requirement. 
 
Lexmark involved activities solely within the United States. In that case, Static Control produced 
components that remanufacturers could use to refurbish used toner cartridges for Lexmark printers. 
Lexmark allegedly sent letters to most remanufacturers claiming that “it was illegal to use Static 
Control’s products to refurbish [certain of Lexmark’s toner] cartridges,” which was an alleged 
misrepresentation of the legal status of Static Control’s products under § 43(a) of the Lanham Act. 
The Court held that Static Control’s injury flowing from Lexmark’s claims about its products, 
including “lost sales and damage to its business reputation,” were “injuries to precisely the sorts 
of commercial interests the [Lanham] Act protects” in the Court’s zone-of-interest analysis.  
 
The language in § 43(a) at issue in Lexmark—establishing entitlement to a cause of action for “any 
person who believes that he or she is or is likely to be damaged” by prohibited conduct—is very 
similar to the language of § 14(3) that applies here.3  Given the similar statutory language, we have 

 
1 The Board also found that Coca-Cola’s THUMS UP and LIMCA marks were not the only Indian brands Meenaxi 
reproduced in the United States as a part of its business model of copying popular Indian brands and products to sell 
them to Indian-American consumers. Other Meenaxi marks have been challenged in Board proceedings, which have 
resulted in cancellation or abandonment. 
3 [S]ection 43(a) is meant “to protect consumers from deception caused by both trademark infringement and false 
advertising.” 5 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition § 27:25 (5th ed. 2021). 
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held that the same requirements as to the injury apply to § 14(3) of the Lanham Act as to § 43(a). 
Here, as in [Corcamore, LLC v. SFM, LLC, 978 F.3d 1298, 1305 (Fed. Cir. 2020)], “[w]e . . . hold 
that the Lexmark zone-of-interests and proximate-causation requirements control the statutory 
cause of action analysis under § 1064.”  978 F.3d at 1305. 
 
Meenaxi argues that Coca-Cola lacks any cause of action under the Lanham Act because of the 
territoriality principle.  Meenaxi is correct that the territoriality principle is well-established in 
trademark law. . . [W]hile the territoriality principle with respect to use of marks in different 
sections of the United States [such as endorsed by the Supreme Court in United Drug] has been 
changed by the Lanham Act, the territoriality principle still applies with respect to use of marks in 
different countries.5  With respect to international usage, a trademark right generally extends only 
to countries in which the mark is used. 
 
We recognized the territoriality principle in Person’s, [where this Court held that] reliance by 
Person’s on its foreign use in Japan could not support its priority claim because foreign use had 
“no effect on U.S. commerce and cannot form the basis for a holding that [Person’s] has priority 
here.”6 
 

II 
 
The principle that trademark rights are geographically limited does not govern here. Coca-Cola 
does not claim to have U.S. trademark rights to the THUMS UP or LIMCA brands. Rather it argues 
that § 14(3), like § 43(a) of the Lanham Act (at issue in Lexmark), is not limited to the protection 
of trademark rights. In this respect, we agree with Coca-Cola. 
 
In Dastar Corp. v. Twentieth Century Fox Film Corp., 539 U.S. 23, 28-29 (2003), the Supreme 
Court explained, “While much of the Lanham Act addresses the registration, use, and infringement 
of trademarks and related marks, § 43(a), is one of the few provisions that goes beyond trademark 
protection.” Both § 43(a) and § 14(3) extend to the improper use of marks that cause commercial 
injury even if the injured party is not itself a trademark holder. The Fourth Circuit clarified in 
Belmora that both § 43(a) and § 14(3) extend beyond trademark protection, as the “the plain 
language of § 43(a) does not require that a plaintiff possess or have used a trademark in U.S. 
commerce as an element of the cause of action.” In this respect, the court noted the similar basis 
and interests of § 14(3) and § 43(a) claims: “To determine if a petitioner falls within the protected 

 
Section 14(3) concerns similar conduct—deception through misrepresentation of source—but it describes a narrower 
cause of action for cancelling the registration of a mark being used to misrepresent the source of the goods. 
5  . . . See McCarthy on Trademarks, § 26:32 (“[R]egistration under the federal act of 1905, for purposes of territorial 
protection, did not confer any greater rights than exist at common law, under the TEA ROSE-Rectanus doctrine. 
However, the 1946 federal Lanham Act changed all this.”); id. § 26:52 (“Many cases of infringements of federally 
unregistered marks are asserted in federal court under Lanham Act § 43(a). In such cases, territorial rights should be 
determined by reference to federal common law. Federal common law on territorial rights is undoubtedly the rule of 
the Tea Rose-Rectanus cases and their progeny.”). 
6 In Empresa Cubana Del Tabaco v. General Cigar Co., 753 F.3d 1270, 1275 (Fed. Cir. 2014), we held a foreign brand 
(Cubatabaco) had “a legitimate commercial interest in the COHIBA mark” but only because Cubatabaco’s pending 
application had “been refused registration based on a likelihood of confusion with a registered mark,” and that was 
“sufficient to show that the petitioner seeking to cancel the registered mark is the type of party Congress authorized 
under 15 U.S.C. § 1064.” 
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zone of interests, we note that § 14(3) pertains to the same conduct targeted by § 43(a) false 
association actions—using marks so as to misrepresent the source of goods.” 
 
It remains unclear the extent to which the territoriality principle applies to aspects of the Lanham 
Act in § 14(3) and § 43(a) that are not concerned with the protection of trademark rights. While 
Belmora suggests that the Lanham Act applies to foreign commerce and, accordingly, that 
commercial injury to a company’s sales in a foreign country qualifies as damage for purposes of 
§ 14(3) and § 43(a), this view has been much criticized in the academic literature.7 Apart from 
Belmora, there is limited authority that directly addresses whether claims under § 14(3) or § 43(a) 
may be based on lost sales or reputational injury occurring solely outside the United States.8  In 
any event, the extent to which the Lanham Act applies to activities outside the United States is not 
a question implicated here. Coca-Cola bases its claim entirely on alleged injury occurring in the 
United States. 
 
In this respect, Meenaxi contends that Coca-Cola lacks a statutory cause of action under Lexmark 
because, as a result of Meenaxi’s activity, (1) there were no lost sales in the United States and (2) 
there was no reputational injury in the United States. 
 

A 
 
As to lost sales, we agree with Meenaxi. Coca-Cola does not identify any lost sales in the United 
States but instead relies on testimony . . . that “THUMS UP-branded and LIMCA-branded products 
are resold in Indian grocery stores around the world, including in the U.S.,” and . . . that third-
parties import “authentic Thums Up and Limca beverage products from countries outside of the 
U.S. for subsequent resale in the U.S.” As additional support, Coca-Cola provided evidence 
showing one instance of importation, websites of past and present sellers of the Thums Up and 
Limca beverages, and availability on Amazon. But these sales generated by third parties who are 
not authorized U.S. distributors do nothing to establish lost sales by Coca-Cola in the United 
States. 
 

 
7 See McCarthy on Trademarks § 29:1 (stating the “Belmora decision ignored the territoriality principle”); Connie 
D.P. Nichols, Article 6bis of the Paris Convention for Well-Known Marks: Does it Require Use or a Likelihood of 
Consumer Confusion for Protection? Did Belmora LLC v. Bayer Consumer Care AG. Resolve This Question?, 30 Ind. 
Int’l & Comp. L. Rev. 235, 248 (2020) (stating the Belmora decision “starkly breaks from the principles of territoriality 
and unfair competition cases”); Christine H. Farley, No Trademark, No Problem, 23 B.U. J. Sci. & Tech. L. 304, 313 
(2017) (stating the Belmora decision “failed to acknowledge that its ruling challenged fundamental principles of 
trademark law”); Mark P. McKenna & Shelby Niemann, 2016 Trademark Year in Review, 92 Notre Dame L. Rev. 
Online 112, 122 (2016) (stating the Belmora decision “is especially notable . . . [in] its failure to recognize the 
implications of its decision for the territoriality of trademark rights”“). 
8 See Punchgini, 428 F.3d at 171 (considering argument that defendant’s Bukhara Grill in New York would cause 
reputational injury by discouraging disappointed customers from visiting the plaintiff’s Bukhara restaurants in India); 
Int’l Bancorp, LLC v. Societe des Bains de Mer et du Cercle des Estrangers a Monaco, 329 F.3d 359, 366 (4th Cir. 
2003) (finding that the unregistered “Casino de Monte Carlo” service mark was “used in commerce because United 
States citizens purchase casino services sold [in Monaco] by a subject of a foreign nation,” that those “purchases 
constitute trade with a foreign nation that Congress may regulate under the Commerce Clause,” and that the casino’s 
promotions in the United States use the mark in “advertising of [these] services . . . rendered in commerce”); Havana 
Club Holding, S.A. v. Galleon S.A., 203 F.3d 116, 131-32 (2d Cir. 2000) (addressing argument that commercial injury 
was based on lost sales in Cuba but upholding finding that evidence did not demonstrate the likelihood of such lost 
sales). 
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In terms of Coca-Cola’s own activity, Coca-Cola presented no evidence that it sells the Limca soda 
in the United States.10 As to Thums Up, Coca-Cola established only that Thums Up cola is 
“available for purchase as an individual beverage or as part of a tasting tray” at “World of Coca-
Cola” and “Coca-Cola Store” locations in Atlanta and Orlando. Coca-Cola did not quantify the 
amount of Thums Up cola it distributes at World of Coca-Cola and does not claim that it is more 
than de minimis. Nor did Coca-Cola show that it has lost any U.S. sales as a result of Meenaxi’s 
activities. Coca-Cola did present statements regarding future plans to market Thums Up and Limca 
beverages more broadly in the United States, but nebulous future plans for U.S. sales cannot be 
the basis for a Lanham Act claim. [See Brooklyn Brewery Corp. v. Brooklyn Brew Shop, 17 F.4th 
129, 139 (Fed. Cir. 2021)] (finding that “hypothetical future possible injury is insufficient to 
establish Article III standing” where the plaintiff “did not provide any details of a concrete plan 
for . . . expansion of its business”) . . . Coca-Cola did not establish damage from lost sales. 
 

B 
 
This leads us to the question of reputational injury. Courts disagree regarding whether famous 
marks are entitled to protection from reputational injury in the United States even though the marks 
were used solely outside of this country. See Grupo Gigante S.A. de C.V. v. Dallo & Co., 391 F.3d 
1088, 1094 (9th Cir. 2004) (recognizing exception to territoriality principle for famous marks); see 
also Person’s, 900 F.2d at 1570 (recognizing some case law related to a famous-mark exception). 
But see Punchgini, 482 F.3d at 163-65 (rejecting exception for famous marks). But Coca-Cola 
does not rely on a famous-marks exception. It maintains only that it experienced reputational injury 
in the United States because (1) members of the Indian-American community in the United States 
were aware of the THUMS UP and LIMCA marks and (2) Meenaxi traded on Coca-Cola’s 
goodwill with Indian-American consumers in those marks by misleading them into thinking that 
Meenaxi’s beverages were the same as those sold by Coca-Cola in India. The Board agreed: “The 
evidentiary record . . . also shows that the reputation of [Coca-Cola’s] THUMS UP and LIMCA 
beverages would extend to the United States, at least among the significant population of Indian-
American consumers.” 
 
Coca-Cola failed to explain how its supposed reputational injury adversely affected its commercial 
interests other than to speculate that a consumer dissatisfied with Meenaxi’s products might blame 
Coca-Cola. The Supreme Court in Lexmark explained that a cognizable “economic and 
reputational injury” generally “occurs when deception of consumers causes them to withhold trade 
from the plaintiff.”  The authorities on which Lexmark relied (authorities contemporaneous with 
the passage of the Lanham Act), explained that the tort of passing off “imposes liability upon one 
who diverts custom from another to himself by fraudulent misrepresentation” and thus “divert[s] 
to the actor the benefit of a reputation associated with the other.” Restatement (First) of Torts ch. 
35, intro. note (1938); see also Edward S. Rogers, Book Review: The Law of Unfair Competition 
and Trade Marks, 39 Yale L. J. 297, 299 (1929) (“The right of a business man is to have full 
benefit of the reputation he has established, a part of which is the trade that, without interference, 
would normally flow to him . . .”). As we have discussed earlier, Coca-Cola alleges no lost U.S. 
sales as a result of the claimed reputational injury in the Indian-American community. 
 

 
10 The Board referenced [evidence] that imports of Coca-Cola’s Thums Up and Limca beverages were blocked by 
U.S. Customs. But these imports were by third parties, not by Coca-Cola itself. 
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We need not decide what other types of U.S. commercial injury to reputation among U.S. 
consumers would be sufficient to establish a Lanham Act cause of action because substantial 
evidence does not support the Board’s finding that the Indian-American community is aware of 
the THUMS UP and LIMCA marks. 
 
The Board’s findings are primarily related to Coca-Cola’s activity and reputation in India,11 but 
that does not establish reputation within the Indian-American community in the United States. 
Here, for U.S. reputational injury, Coca-Cola relies on the Board’s finding that the reputation of 
the THUMS UP and LIMCA marks “would extend to the United States, at least among the 
significant population of Indian-American consumers.”  Substantial evidence does not support that 
finding. 
 
The Board’s conclusion that reputation of the THUMS UP and LIMCA marks would extend to the 
millions of Indian Americans appears to rest in part on an assumption that Indian Americans would 
necessarily be aware of the marks’ reputations in India. There is no basis to assume that an 
American of Indian descent is aware of brands in India. The Board did not consider what portion 
of Indian Americans had spent time in India, i.e., how many had visited India or lived in India. 
The Board’s conclusion relies at least in part on stereotyped speculation. 
 
The limited U.S. sales of Coca-Cola’s Indian product by third parties are not sufficient to establish 
that the product had a reputation in the United States, nor did the Board find that they did. Coca-
Cola has not presented any survey evidence showing awareness of either mark in the United States. 
Instead, to show U.S. reputation, Coca-Cola submitted affidavits [by Coca-Cola officials] stating 
their “understanding” that the THUMS UP and LIMCA branded beverages were “extremely 
popular and well-received by consumers in the U.S.”  But . . . the failure to provide any basis for 
their statements of understanding deprives this testimony of evidentiary weight. 
 
At oral argument, counsel for Coca-Cola admitted that Meenaxi’s admission of a single instance 
of U.S. consumer awareness was the only evidence in the record showing U.S. consumer 
awareness of Coca-Cola’s THUMS UP mark. That evidence consists of an admission by 
Meenaxi’s corporate witness that Meenaxi had received a U.S. customer comment recognizing the 
THUMS UP mark, but not the LIMCA mark, as one he or she had seen in India. This is plainly 
insufficient. In a related context in Person’s, the awareness of a U.S. citizen as a result of travel to 
Japan was not sufficient to establish awareness by U.S. consumers generally. 
 
Finally, the Board relied on the evidence that Meenaxi copied Coca-Cola’s marks and slogan for 
products in the U.S. as evidence of awareness of the marks by U.S. consumers. On appeal, Coca-
Cola does not rely on this finding to establish a U.S. reputation. Nor could it. The copying of a 
U.S. mark has been held to support a finding of secondary meaning [cit.], or likelihood of 

 
11 For example, the Board noted that the Indian High Court of Delhi had determined that both the THUMS UP and 
LIMCA marks were “well known” in India. The Board also noted that Coca-Cola “commands a substantial market 
share for such goods in India” and that it “sells and promotes THUMS UP and LIMCA sodas outside of India, in 
numerous other countries.” And Meenaxi admitted in response to an interrogatory that it was aware that “THUMS UP 
was used in India by an Indian company” in the 1970s . . . But this evidence demonstrates only the reputation of the 
marks in India and other foreign countries. 
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confusion [cit.], in the United States. But Coca-Cola has cited no cases holding that copying of a 
foreign mark is evidence of U.S. reputation, and our decision in Person’s held the contrary. 
 
We hold that substantial evidence does not support the Board’s finding that the reputations of 
Coca-Cola’s THUMS UP and LIMCA marks extend to the United States. Without such evidence, 
Coca-Cola has not established reputational injury in the United States, or a cause of action under 
§ 14(3) of the Lanham Act. 
 

CONCLUSION 
 
The Board’s decision cancelling the [registrations] cannot stand because Coca-Cola has not 
established that it has a cause of action under § 14(3) of the Lanham Act. 
 
REYNA, Circuit Judge, concurring: 
 
I concur with the majority’s decision to reverse [cancellation of the registrations]. I agree that 
Coca-Cola failed to establish statutory standing to bring its petition for cancellation under § 14(3) 
of the Lanham Act. I also agree with my colleagues that the Board’s findings regarding the 
recognition of Coca-Cola’s Indian trademarks among U.S. consumers are unsupported by 
substantial evidence, though I believe that issue was waived by Coca-Cola. 
 
I write separately to express my belief that this case is governed by the territoriality principle. The 
majority bases its decision exclusively on two factual inquiries—(1) whether Coca-Cola proved 
lost sales in the United States, and (2) whether Coca-Cola proved reputational injury among U.S. 
consumers. In my view, these inquiries are directly reflective of the territoriality principle and the 
well-known mark exception. 
 

I 
 
I agree that Coca-Cola failed to establish use of its Indian trademarks in the United States. . . . I 
therefore conclude that, under the territoriality principle, Coca-Cola failed to show the requisite 
damage to establish statutory standing to bring its petition. . .  
 
The territoriality principle reflects the limits of Congress’s constitutional lawmaking authority to 
enact the Lanham Act—here, the Commerce Clause. . . In Person’s, we recognized that foreign 
use of a Japanese trademark “has no effect on U.S. commerce and cannot form the basis for a 
holding that [the foreign producer] has priority here” in the United States. . .  This principle extends 
to all cancellation provisions in the Lanham Act, which necessarily implicate Congress’ authority 
to govern the registration of U.S. trademarks. 
 
[T]he injury requirement for establishing statutory standing to bring a cancellation under § 14(3)—
belief that one is or will be damaged—is not subject to a different territoriality principle than the 
rest of § 14. Rather, our precedent and fundamental principles of constitutional law compel the 
conclusion that damage to a foreign trademark right (i.e., damage to the commercial goodwill 
associated with foreign use of a mark) cannot constitute “damage[]” for purposes of 15 U.S.C. § 
1064, even though it may be a cognizable injury-in-fact and even if the petition is brought under 
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subsection (3). See Lexmark Int’l, Inc. v. Static Control Components, Inc., 572 U.S. 118, 131-32 
(2014) (explaining that not every cognizable injury-in-fact results in statutory standing under the 
Lanham Act). As a default rule, the Lanham Act does not reach so far as to vindicate that 
extraterritorial injury. 
 
On that basis, I concur with the majority’s conclusion that Coca-Cola failed to establish statutory 
standing to bring its petition for cancellation. As the majority acknowledges, Coca-Cola failed to 
establish any damage to goodwill associated with its use of the marks in U.S. commerce. And to 
the extent Coca-Cola relies on damage to its foreign trademark rights to establish statutory 
standing, the territoriality principle mandates that such an injury does not fall within the “zone of 
interests” that Congress intended to protect by enacting § 14 of the Lanham Act. 
 

II 
 
I also agree with the majority’s conclusion that Coca-Cola failed to show statutory standing 
because it failed to prove damage to its reputation among U.S. consumers. I note, however, that 
this issue goes to the application of the “well-known mark” exception to the territoriality rule—an 
issue that, as I noted above, was waived by Coca-Cola. 
 
There is a distinction in the case law regarding how the territoriality principle limits the reach of 
the Lanham Act, depending on where the parties are situated. For instance, when a domestic party 
seeks to assert rights against activity occurring abroad, courts may apply the Lanham Act 
extraterritorially if the accused activity substantially affects U.S. commerce. See, e.g., Steele v. 
Bulova Watch Co., 334 U.S. 280 (1952); . . . Sterling Drug, Inc. v. Bayer AG, 14 F.3d 733 (2d 
Cir. 1994); McBee v. Delica Co., Ltd., 417 F.3d 107 (1st Cir. 2005). But when a foreign party 
seeks to assert foreign rights against activity in the United States, as is the case here, the 
territoriality principle precludes recovery via the Lanham Act for reasons already discussed.1 
 
Because the presumption against extraterritoriality can sometimes lead to seemingly harsh or 
unfair results, the Ninth Circuit adopted an exception to the rule for foreign marks that are well-
known among U.S. consumers. See Grupo Gigante, 391 F.3d at 1094. The majority correctly notes 
that not every court accepts the well-known mark exception to the presumption against 
extraterritoriality. See ITC Ltd. v. Punchgini, Inc., 482 F.3d 135, 163-65 (2d Cir. 2007). It remains 
an open question whether such an exception could apply in this circuit, but the present facts are 
not unlike the facts from Grupo Gigante. . . . 
 
Here, I agree with the majority that the Board’s findings regarding recognition among U.S. 
consumers are unsupported by substantial evidence, but I believe the issue is immaterial because 
Coca-Cola unambiguously disclaimed reliance on the well-known mark exception, which is 
essentially the same inquiry. I also note that the majority’s opinion could be reasonably read to 
imply that Coca-Cola could have established statutory standing if it proved that U.S. consumers 
were aware of its Indian brands. But if that were the case, I would still reverse because the 

 
1 Indeed, even the majority implicitly acknowledges that the issue of territoriality permeates its second question of 
reputational injury. See Maj. Op. 18 (“As we have discussed earlier, Coca-Cola alleges no lost U.S. sales as a result 
of the claimed reputational injury in the Indian-American community.” (emphasis added)). 
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territoriality doctrine governs, and Coca-Cola waived reliance on the well-known mark exception 
thereto. 
 
 
At page 508, replace Note 5 with the following: 
 

5.  Application of Belmora in the TTAB: Meenaxi.  In footnote 7 of the majority Meenaxi 
opinion, Judge Dyk cites a number of academic critiques of Belmora.  From the characterizations 
of those articles found in footnote, do you agree with the criticism that Belmora ignored the 
principle of territoriality?  Why is the TTAB resorting to Section 14(3) in these cases? Would it 
be preferable to develop a doctrine that more consciously tracked the type of infringement analysis 
found in Grupo Gigante? (Section 14(3) is rarely invoked because it requires deliberate passing 
off of goods as those of another.) Unlike in Belmora, where the petitioner acknowledged that it 
did not use its FLANAX mark at all in the United States, there was some evidence that the Coca-
Cola Company’s products were sold by third-party importers in the United States. Should this have 
changed the result?  What did the Meenaxi court think on that question?  On what grounds does 
Judge Reyna disagree with Judge Dyk? 

 
 
Insert the following text and case after Notes and Questions on page 635: 
 
Read this recent case after considering the preceding Notes and Questions in the casebook.  You 
will see that the Penn State court relies heavily on critiques of merchandizing rights in scholarly 
literature and in particular on an article, The Merchandising Right: Fragile Theory or Fait 
Accompli, published in 2005 by two leading trademark scholars, Stacey L. Dogan & Mark A. 
Lemley, and referenced in the concluding Note on page 635 of the Casebook. 

 
THE PENNSYLVANIA STATE UNIVERSITY v. VINTAGE BRAND, LLC 

___ F.Supp.3d ___ (M.D. Pa. July 14, 2022) 
 
BRANN, Chief Judge: 
 
[The fact are set out in greater detail in the excerpt from this case in Chapter 2 of this Update.  
Pennsylvania State University sued Vintage Brand for trademark infringement for selling goods 
such as sweat shirts bearing registered marks owned by Penn State (PENN STATE, the image of 
the “Pozniak Lion, and the image of the Penn State seal).  Vintage Brand counterclaimed, arguing 
that the registrations should be canceled because they were merely ornamental. In denying a 
motion by Penn State to dismiss that counterclaim, the court discussed whether a mark owner 
could enforce its rights against unauthorized uses of its mark in the promotional context.] 
  

III.  ANALYSIS 
 

[V]intage Brand contends that consumers believe that the essence of these marks is to signal their 
support for the University, not that the University has produced, approved, or guaranteed the 
quality of the item. So in its view, the marks do not “identify and distinguish” Penn State as the 
source of the goods. Penn State, on the other hand, contends that “it would be unimaginable that 
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using PENN STATE, the University, or the Pozniak Lion Logo on a good, no matter how 
prominently, could be perceived by the consuming public as anything other than an identification 
of Penn State as the source or second source of the good.” These arguments are nothing new. They 
have been raised across a host of decisions that assess whether a symbol is eligible for trademark 
protection to begin with (the so-called “eligibility” cases) or whether another entity’s use of a 
trademark symbol constitutes infringement (the so-called “infringement” cases). And while these 
cases’ terminologies and postures vary, they center on a common question: should trademark 
holders—particularly those in the business of education, research, and New Year’s Six 
appearances—have an exclusive right to control merchandise bearing their marks when consumers 
are purchasing the products not for their guaranteed quality, but to signal their support for or 
affiliation with the trademark holder? 
  
Perhaps it should come as no surprise that our modern trademark regime has struggled with this 
question. Trademark law has traditionally served to promote competitive markets.  Indeed, 
protecting marks “enable[s] sellers to develop reputations for quality,” while also “assur[ing] 
customers that products sold under the seller’s brand will live up to that reputation.”28  Up until 
the mid-20th century, the law focused narrowly on preventing sellers from using similar marks to 
“pass off” their goods as those made by another.  Over time, however, the law has come to include 
more instances when a consumer may be confused about a good’s source.  Owing to expansion, 
trademark protection is no longer limited to mere word marks; logos, packaging, and even the 
shape of products may now be protected.  Nor is it limited to directly competing products; under 
current law, trademark holders can protect against the use of similar marks outside of their core 
business provided consumers would presume some form of affiliation or sponsorship. 
  
Entities’ efforts to control the use of their marks on merchandise beginning in the 1970s 
represented yet another attempt to expand the protections provided to sellers under the law. For 
universities, this trademark use diverged from traditional areas of trademark protection, such as 
Penn State preventing an unaffiliated educational institution from using its name. In this 
hypothetical, a consumer might reasonably believe that they are enrolling in a Penn State affiliate. 
But university-trademarked apparel and merchandise present a different case; the mark itself is the 
product. 
  
From the outset views diverged on whether, given this overriding non-trademark function, the 
marks still identified the entity as the source or sponsor of the goods. Some, notably the United 
States Court of Appeals for the Fifth Circuit in Boston Professional Hockey Ass’n v. Dallas Cap 
& Emblem Manufacturing (Boston Hockey) and the Trademark Trial and Appeals Board in In re 
Olin Corp.,34 found that the marks inherently do.35 The Fifth Circuit drew this conclusion from the 

 
28 Stacey L. Dogan & Mark A. Lemley, The Merchandising Right: Fragile Theory or Fait Accompli, 54 Emory L.J. 
461, 466 (2005) (Dogan & Lemley) . . . 
34  1973 WL 19761. 
35 [W]hile couched in a broader fact-intensive discussion of consumers’ likelihood of confusion, in Univ. of Georgia 
Athletic Ass’n v. Laite, 756 F.2d 1535, 1545–47 (11th Cir. 1985), the court emphasized that “’confusion’ need not 
relate to the origin of the challenged product. Rather, ‘confusion’ may relate to the public’s knowledge that the 
trademark, which is ‘the triggering mechanism’ for the sale of the product, originates with the plaintiff.”  Id. at 1546 
(citing Boston Professional Hockey Ass’n, 510 F.2d at 1012). I find this description of the law difficult to square with  
Kentucky Fried Chicken Corp. v. Diversified Packaging Corp., 549 F.2d 368, 388 (5th Cir. 1977),  Supreme Assembly, 
Order of Rainbow for Girls v. J.H. Ray Jewelry Co., 676 F.2d 1079, 1082 (5th Cir. 1982), and Savannah Coll. of Art 
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fact that consumers only purchase the merchandise because of the mental association it creates 
between the trademark and trademark holder.36 The question as they saw it was answered by sole 
reference to whichever party’s toil generated the sale, with no need to undertake a fact-intensive 
inquiry into whether consumers believed the trademark holder had manufactured or sponsored the 
product. The Trademark Trial and Appeals Board, on the other hand, reasoned from the negative. 
It found that a mark—like that of New York University’s—“inherently .... advise[s] the purchaser 
[that] the university is the secondary source of that shirt” because “[i]t is not imaginable that 
Columbia University will be the source of an N.Y.U. T-Shirt.” This per se approach (as I’ll call it) 
is forwarded by Penn State here . . . 
  
That said, still more have rejected this per se approach—even if they ultimately found that a bona 
fide mark had been infringed.39   Instead, as these courts have emphasized, trademark law requires 
more than a mental association between the trademark and trademark holder. As they see it, the 
consumer must instead believe that the trademark indicates that the trademark holder is the source, 
sponsor, or is otherwise affiliated with the good—a question of fact.  Vintage Brand contends that 
the Court must minimally follow this approach (though it also suggests the marks may inherently 
not serve a source identifying function . . .) . . .  
  
This dispute has arisen in this Court, however, because many courts have still not squarely 
addressed the question. And that list includes the Supreme Court and the United States Court of 
Appeals for the Third Circuit. For the latter, that was nearly not the case.  [The Court then discussed 
at length the case of Champion Products v. University of Pittsburgh from the early 1980s, but 
concluded that the Third Circuit in that case “took pains to note that it was not adopting Boston 
Hockey as the law of the circuit.] 
 
Although the deluge of cases in the 1970s and 1980s were soon reduced to a trickle—leaving this 
issue unresolved at the national and circuit levels—I see a clear loser: the per se approach 
forwarded by Penn State in its motion to dismiss. My reasoning is twofold. First, in the 
infringement context, efforts to walk back Boston Hockey began not long after the decision came 
down. Within two years, the Fifth Circuit sidelined the mental-associations approach, stressing 
that the analysis turns not on whether consumers tie the symbol to the trademark holder, but on 
whether they tie the product to the trademark holder.  And that finding, the court emphasized, 
requires a fact-intensive inquiry.67 

 
and Design, Inc. v. Sportswear, Inc., 872 F.3d 1256, 1264–65 (11th Cir. 2017); see also McCarthy on Trademarks and 
Unfair Competition § 24:10 (discussing the retreat from Boston Hockey). But minimally, the court’s analysis was 
included as part of a broader review of the fact-intensive inquiry into consumers’ likelihood of confusion . . . 
36 Boston Professional Hockey Ass’n, 510 F.2d at 1012 (“The certain knowledge of the buyer that the source and 
origin of the trademark symbols were in plaintiffs satisfies the requirement of the act. The argument that confusion 
must be as to the source of the manufacture of the emblem itself is unpersuasive, where the trademark, originated by 
the team, is the triggering mechanism for the sale of the emblem.”).  
39 See Savannah Coll. of Art and Design, Inc., 872 F.3d at 1264–65; . . . Int’l Ord. of Job’s Daughters v. Lindeburg & 
Co., 633 F.2d 912, 918 (9th Cir. 1981), cert. denied, 452 U.S. 941 (1981);  Kentucky Fried Chicken Corp., 549 F.2d 
at 388;  . . . Nat’l Football League Props., Inc. v. Wichita Falls Sportswear, Inc., 532 F. Supp. 651, 659–61 (W.D. 
Wash. 1982);  . . . McCarthy on Trademarks and Unfair Competition § 7:24 (“whether an ornamental design also 
serves as a trademark requires a highly fact-dependent analysis and a close examination of the probable impression 
made on the buying public”). 
67 [Supreme Assembly, Ord. of Rainbow for Girls, 676 F.2d at 1084, 1084 n.7] (“In Kentucky Fried Chicken Corp. v. 
Diversified Packaging Corp., 549 F.2d 368 (5th Cir. 1977), we explained that Boston Hockey does not always equate 
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Second, I find the analysis offered by the Trademark Trial and Appeals Board in its eligibility 
cases unconvincing. In the university context, these revolve around In re Olin Corp. There, in 
explaining why a New York University-branded shirt would identify the university as the sponsor 
or authorizer, the Board reasoned, “[i]t is not imaginable that Columbia University will be the 
source of an N.Y.U. T-shirt.”  But this play on an intercollegiate rivalry distracts from an error in 
reasoning: you cannot determine whether consumers believe an entity is the source or secondary 
source of a good by crossing out one entity that consumers obviously believe is not. The conclusion 
that purchasers will think that N.Y.U. sponsored or authorized the shirt does not necessarily follow 
from the statement that no purchaser will think that Columbia University is the source. There’s a 
gulf of other possibilities. . . . 
  
Now, as either approach championed by Vintage Brand allows its case to move forward, this Court 
declines to choose between them at this early stage. But to ensure fulsome briefing of the issue in 
future proceedings and focus the parties’ minds on the sort of evidence to be adduced in discovery, 
the Court feels compelled to offer an initial assessment. 
  
By my categorization, the per se and fact-intensive approaches effectively present the Court with 
the options always and maybe to the question: do purchasers believe that the university authorized 
the merchandise bearing its emblems? Although Vintage Brand stakes much of its case to the 
maybe approach, it also contends that the answer may well be never.  Its support for this 
proposition comes from one area where, over the past two decades, the faucet has remained open: 
the academic literature. In the pages of law reviews, there has been sharp criticism of the creation 
of a broad merchandising right70—including from the intellectual property field’s preeminent 
scholar.  These criticisms are not rooted in the caselaw, or at least the on-point caselaw, but as I 
see it, they are criticisms that Penn State should be prepared to answer. 
  
As a matter of first principle, these scholars contend that a merchandising right, with its 
propertizing focus, is unmoored from trademark law’s “twin goals of encouraging investment in 
product quality and preventing consumer deception.”72  And they further assert that such a right is 
downright irreconcilable with these goals when consumers’ confusion comes not from their belief 
about the source, but from their belief “that the defendant might have needed a license to use the 
mark.”  As these scholars emphasize, trademarks are not protected to dole out economic awards to 
the party in the case caption that is most deserving; nor are they protected to encourage entities to 
seek more of them. They are instead protected “to enable the public to identify easily a particular 

 
knowledge of a symbol’s source with confusion sufficient to establish trademark infringement and we treated as a fact 
question ... whether in a given case knowledge of the source of the symbol supports the inference that many of the 
product’s typical purchasers would believe that the product itself originated with or was somehow endorsed by the 
owner of the mark.... ‘Our cases demonstrate unbroken insistence upon likelihood of confusion and by doing so they 
reject any notion that a trademark is an owner’s “property” to be protected irrespective of its role in the operation of 
our markets.’ ”); see McCarthy on Trademarks and Unfair Competition § 24.10 (“The Fifth Circuit itself later retreated 
from the heresies of Boston Hockey” and that its “attempt to stretch trademark law failed (and rightly so) because it 
violated a basic rationale of trademark law.”). 
70 Dogan & Lemley; Mark A. Lemley, The Modern Lanham Act and the Death of Common Sense, 108 Yale L.J. 1687 
(1999) (Lemley); see also James Boyle & Jennifer Jenkins, Mark of the Devil: The University as Brand Bully, 31 
Fordham Intell. Prop. Media & Ent. L.J. 391 (2021); Jessica Litman, Breakfast with Batman: The Public Interest in 
the Advertising Age, 108 Yale L.J. 1717 (1999) (Litman). 
72 Lemley, at 1688. 
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product from a particular source.”  This rationale separates them from patents and copyrights, 
which offer limited “exclusive economic rights to cure the presumed market failure that would 
result if copiers could replicate expressive works and inventions without the cost of their 
development.”75 
  
This is not a bad thing. It may disincentivize investment in the school’s merchandising; but it does 
not discourage investment in the underlying product—the school’s academic and athletic 
programs.  And while it likewise will not encourage entities to seek out more trademarks, more 
trademarks have never been the goal of the law. In fact, more (particularly when they identify just 
one entity) may be worse.  Additionally, as these scholars highlight, absent this market-correcting 
justification, awarding a right works an economic harm.  If through trademark-created exclusivity 
an entity is free from competition, consumers suffer—on price and on preference. Indeed, T-shirts 
are more expensive (that licensing royalty has to come out of someone’s pocketbook). And as is 
perhaps shown by this case, which involves a company that gained a toehold by offering gear with 
vintage graphics, the entity may be less incentivized to come up with creative products that meet 
consumer demand. 
  
Beyond these theoretical issues, these scholars also emphasize that the Supreme Court’s recent 
trademark decisions suggest that it may agree. One example they give is the Dastar Corp. v. 
Twentieth Century Fox Film Corp. [539 U.S. 23 (2003].  There, the Supreme Court rejected an 
unfair competition claim under a “reverse passing off” theory and, in doing so, emphasized the 
contours of the Lanham Act’s “origin of goods requirement.” As the Court wrote, while the words 
could extend to those “who commissioned or assumed responsibility for the product,” they were 
“incapable of connoting the person or entity that originated the ideas or communications that 
‘goods’ embody or contain” and, as a general matter, “should not be stretched to cover matters that 
are typically of no consequence to purchasers.” In the scholars’ view, these statements not only 
foreclose a Boston Hockey-like approach where the analysis turns on “‘the ideas or 
communications’ embodied in the product,” but if read broadly, “could require proof that it matters 
to consumers whether the trademark holder officially sponsors merchandise bearing its mark.”82 
  
At the very least, these scholars conclude, if there is confusion about the source, but the alleged 
infringer is making no claim of official sponsorship, recent Supreme Court cases suggest the 
remedy should be a disclaimer.83 This is perhaps the most serious charge, given its roots in 
Supreme Court precedent, the weight of authority in favor of the fact-intensive approach, and the 

 
75 Dogan & Lemley, at 468–69. 
82 Dogan & Lemley, at 500–01. 
83 Id. at 465 n.14, 505 (citing  Bonito Boats, Inc. v. Thunder Craft Boats, Inc., 489 U.S. 141, 154 (1989),  Kellogg Co. 
v. Nat’l Biscuit Co., 305 U.S. 111, 122 (1938), TrafFix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. 23, 34–35 
(2001), and  Sears, Roebuck & Co. v. Stiffel Co., 376 U.S. 225, 232 (1964)) (“If there is an identifiable product market, 
in the sense that the trademark holder can command an above-market price because of the feature, the Supreme Court 
has suggested that some remedy short of an injunction—such as a disclaimer is most appropriate to alleviate any 
confusion.... The Court’s refusal to allow control over product markets applies even in the face of clear evidence of 
trademark confusion.”). But see Boston Professional Hockey Ass’n, 510 F.2d at 1013 (“The exact duplication of the 
symbol as the team’s emblem satisfying the confusion requirement of the law, words which indicate it was not 
authorized by the trademark owner are insufficient to remedy the illegal confusion. Only a prohibition of the 
unauthorized use will sufficiently remedy the wrong.”). 
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growing body of evidence in similar contexts where consumers have in fact been confused about 
a good’s source or sponsorship. 
  
And I’d be remiss not to mention the latter. Though the data is now decades old, early N.F.L. 
trademark cases saw consumer confusion rates above 50%.84  These results are not determinative 
here and can certainly be quibbled with at the margin. (For instance, when Penn State is wearing 
its multimillion-dollar sports enterprise hat and the goods are of an N.F.L.-like ilk, consumers may 
well be more confused than they are when the University has its world-class research institution 
hat on and the goods trend more classically collegiate.) 
  
But the case for a disclaimer rather than an injunction lies at the base, not the margin. Consumer-
survey data taken at the same time as the N.F.L. cases showed widespread belief among consumers 
that “[n]o product can bear the name of an entertainer, cartoon character, or some other famous 
person unless permission is given for its use”—a belief that appears to have come from what they 
thought the law required. The circularity is apparent: the law only offers protection if there’s belief, 
yet the belief comes from consumers’ (mis)conception about the law. It would seem perverse to 
award market exclusivity based on a fake-it-until-you-make-it approach. If consumers’ confusion 
stems from their incorrect belief that goods bearing Penn State’s emblem must be licensed, 
shouldn’t that belief be corrected, not perpetuated? 
  

IV. CONCLUSION 
 
Ultimately, these are legal issues to be decided another day. Still, the discussion should focus the 
parties’ minds on the issues to briefed in future motions. And it should highlight a few essential 
questions that cannot, at summary judgment, be answered through mere supposition: Indeed, what 
percentage of consumers are confused about the source or sponsorship of Vintage Brand’s 
products? Does this belief vary by logo or merchandise type? And does it stem from their belief 
that the law requires Penn State’s permission? 
  
The modern collegiate trademark-and licensing-regime has grown into a multibillion-dollar 
industry. But that a house is large is of little matter if it’s been built on sand. 
 
 
At p. 665, delete A&H Sportswear and the Notes & Questions, and substitute the following 
case and Notes & Questions: 

WREAL, LLC v. AMAZON.COM, INC. 
__ F.4th ____ (11th Cir. Jun. 28, 2022) 

LAGOA, Circuit Judge: 

This appeal asks us to address the doctrine of reverse-confusion trademark infringement. Reverse 
confusion is not a standalone claim in trademark law; rather, it is a theory of how trademark 
infringement can occur. In reverse-confusion cases, the plaintiff is usually a commercially smaller, 
but more senior, user of the mark at issue. The defendant tends to be a commercially larger, but 

 
84 [Nat’l Football League Props., Inc. v. N.J. Giants, Inc., 637 F. Supp. 507, 515 (D.N.J. 1986); Nat’l Football League 
Props., Inc. v. Wichita Falls Sportswear, Inc., 532 F. Supp. 651, 661 (W.D. Wash. 1982)]. 
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more junior, user of the mark. The plaintiff thus does not argue that the defendant is using the mark 
to profit off plaintiff’s goodwill; instead, the plaintiff brings suit because of the fear that consumers 
are associating the plaintiff’s mark with the defendant’s corporate identity. It is this false 
association and loss of product control that constitutes the harm in reverse-confusion cases. 
  
In this case, the plaintiff is Wreal, LLC, a Miami-based pornography company, which has been 
using the mark “FyreTV” in commerce since 2008. The defendant is Amazon.com, Inc., the largest 
online purveyor of goods and services in the United States, which has been using the mark “Fire 
TV” (or “fireTV”) in commerce since 2012. Wreal does not claim that Amazon, by using the “Fire 
TV” mark, is attempting to profit off Wreal’s good name, as would be typical in a forward-
confusion case. Instead, Wreal contends that Amazon’s allegedly similar mark is causing 
consumers to associate its mark—“FyreTV”—with Amazon. 
  
The resolution of this appeal turns on the likelihood of confusing Amazon’s “Fire TV” with 
Wreal’s “FyreTV.” In forward-confusion cases, we determine likelihood of confusion by applying 
a well-established seven-factor test. See Welding Servs., Inc. v. Forman, 509 F.3d 1351, 1360 (11th 
Cir. 2007). Applying those seven factors, the district court found that consumers were unlikely to 
confuse “Fire TV” with “FyreTV” and granted summary judgment to Amazon on Wreal’s 
trademark infringement claims. 
  
We have not had the opportunity to delineate how this seven-factor test applies in reverse-
confusion cases. As discussed below, there are several important differences in how the seven 
likelihood-of-confusion factors apply in reverse-confusion cases versus forward-confusion cases. 
When applied specifically to the issues presented here, we conclude that the district court erred in 
granting summary judgment and should have allowed the case to proceed to trial. We therefore 
reverse the district court’s order. 
 

I. FACTUAL AND PROCEDURAL BACKGROUND 
 

A. Wreal, LLC, and FyreTV 
 

Wreal is a “Miami-based technology company that was formed in 2006 with the goal of developing 
a platform for streaming [pornographic] video content over the internet.” Wreal, LLC, v. 
Amazon.com, Inc. (Wreal I), 840 F.3d 1244, 1246 (11th Cir. 2016). In 2007, Wreal launched 
“FyreTV,” an online streaming service that Wreal markets as the “Netflix of Porn,” “The Ultimate 
Adult Video On Demand Experience,” and a “porn pay per view service.” That same year, Wreal 
began using in commerce the marks “FyreTV” and “FyreTV.com”—the latter of which represents 
the website where users can access the FyreTV service.  [Wreal registered both marks in October 
2008.] In order to access the FyreTV service, potential consumers must first go to FyreTV.com to 
sign up for an account. Once on the website, potential consumers must first verify they are at least 
eighteen years old and interested in viewing adult content before accessing the homepage, which 
displays several rows of pornographic images. 
  
In order to make accessing its FyreTV service easier, Wreal also sells a set-top box, called the 
FyreBoXXX, which allows consumers to access FyreTV on their television sets. To purchase a 
FyreBoXXX, a potential consumer must first travel to the FyreTV.com site and set up an account. 



23 
 

In fact, the FyreBoXXX has never been sold in any store or website save for the online store at 
FyreTV.com. Between October 2012 and April 2014, Wreal suspended sales of the FyreBoXXX 
on its website. Indeed, by the end of 2012, Wreal had suspended all forms of print, radio, trade 
show, and television advertising for either the FyreBoXXX or FyreTV—Wreal’s only two 
products. As of today, Wreal advertises its products only on other adult websites. 
  
Apart from the FyreBoXXX and FyreTV.com, Wreal’s customers also have other methods 
available to access the FyreTV service. For example, both Apple TV and Roku—two commercial 
set-top boxes that offer a host of general interest channels and media— support FyreTV. Thus, 
after signing up for an account at FyreTV.com, Wreal’s customers can watch its content from their 
television set through a computer, a smartphone, a FyreBoXXX, an Apple TV, or a Roku. 
 

B. Amazon and “fireTV” 
 

Amazon is the largest online purveyor of goods in the United States. In 2011, Amazon “started 
using the mark ‘Fire’ in connection with its Kindle tablets ... to highlight the new model’s ability 
to stream video over the internet.”  In late 2012 and early 2013, Amazon was gearing up to launch 
several new products, including a phone, a new tablet, and a set-top box. It decided to use the 
“Fire” brand, as well as its housemark, “amazon,” on these products, with the set-top box being 
called “fireTV.” During its branding discussions for the set-top box, Amazon learned about Wreal 
and its FyreTV products, but it never contacted Wreal about the set-top box’s name and decided 
to use the “Fire” mark without Wreal’s knowledge. 
  
Amazon launched fireTV in April 2014 with a nationwide advertising campaign covered by major 
magazines and television networks. The fireTV is a streaming-only set-top box; it does not contain 
a DVD tray and cannot play DVDs. Amazon markets the product as a set-top box for general 
interest content, including “instant access to Netflix, Prime Instant Video, WatchESPN,” and more. 
It is not marketed as a device for streaming pornography. Amazon advertises the device on 
amazon.com, as well as on television, in print media, and using in-store displays at retailers like 
Best Buy and Staples. When Amazon began its search-engine-optimization efforts (to help fireTV 
appear on the internet), it bought ads for keywords related to fireTV, but not for FyreTV or 
anything related to pornography. Often—but not always—Amazon will market its “Fire” products 
with its housemark, “amazon.” In the graphics and advertisements for the device, the device is 
sometimes referred to as one word, i.e., “fireTV,” and sometimes it appears as two words, i.e., 
“Fire TV.” 
  
Amazon’s fireTV does not broadcast any hardcore pornographic material. But the fireTV does 
have apps for Showtime and HBO GO, and both of those content providers broadcast softcore 
pornography as part of their after-hours programming. It is unclear, however, whether those 
providers had any such material on their apps that link to fireTV at the time of the lawsuit. 
  
It is undisputed that Amazon’s policies for Amazon Prime Instant Video, which is Amazon’s own 
streaming service and streams on the fireTV, prohibit the sale and consumption of hardcore 
pornography on the set-top box. However, the record evidence suggests that hardcore 
pornographic DVDs are available for purchase on amazon.com. The record evidence also suggests 
that two films with highly suggestive names were available for streaming on the fireTV through 
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Amazon Prime Instant Video, though the record does not establish whether those films would be 
categorized as hardcore or softcore pornography. 
  
Moreover, Amazon does not advertise the fireTV on any pornographic websites and, as such, there 
is no overlap between the marketing schemes for FyreTV and fireTV. Nor does Amazon sell the 
fireTV on any pornographic websites. Thus, there is no overlap of the sales outlets utilized by 
Amazon and Wreal. 

C. Evidence of Confusion 

In order to prevail on its trademark claims, Wreal must show a “likelihood of confusion.” We 
therefore summarize the record evidence relevant to this issue, as presented by Wreal at the 
preliminary injunction hearing and by both parties as part of their summary judgment briefing. 
Below are screenshots of the marks at issue as they appear in internet advertising for the set-top 
boxes: 
  
 

 
 

 
As noted above, the two products are neither advertised nor sold in the same outlets. A consumer 
cannot buy a fireTV at the same place where he could buy a FyreTV, and vice versa. Thus, no 
consumer will come across the products or marks in the same location—whether over the internet 
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or in person at a brick-and-mortar location—save for an internet search engine like google.com. 
Additionally, Wreal’s own evidence supports the proposition that mine-run internet consumers 
would not confuse Amazon’s amazon.com website with Wreal’s FyreTV.com website. 
  
Over the course of the litigation, both Wreal and Amazon sought to present evidence relevant to 
the issue of actual consumer confusion. Amazon, for its part, produced in discovery “tens of 
thousands” of customer service inquiries related to the fireTV. In one of those inquiries, an 
Amazon customer asked whether he could access adult content on the Amazon “fyreTV.” Wreal 
points to record evidence showing a number of customer service inquiries it received in which 
customers asked Wreal if the FyreTV streaming service would be available on Amazon’s fireTV 
set-top box. Significantly, Wreal also produced in discovery a tweet directed to Wreal’s Twitter 
account in which the sender asked, “Did you guys just merge with Amazon?” 
  
Both parties also presented expert testimony regarding the level of confusion between the marks—
Wreal at the preliminary injunction hearing and Amazon at the summary judgment stage. 
Amazon’s expert, Dr. Dan Sarel, conducted a consumer survey that showed a “confusion rate of 
one percent,” which he described as “statistically insignificant” and “nonexistent.” That conclusion 
was bolstered by Wreal’s own expert—Dr. Thomas Maronick—who conducted his own consumer 
surveys in April 2014 and testified at the preliminary injunction hearing that he found “very low” 
levels of consumer confusion.7  
 
[Wreal sued, asserting reverse confusion and seeking a preliminary injunction.  The motion was 
denied.  After discovery, Amazon moved for summary judgment, and prevailed. Wreal appealed.].  
 

III. ANALYSIS 
 
Wreal argues that Amazon’s use of the mark fireTV infringed its trademark FyreTV under a 
reverse-confusion theory— the resolution of which boils down to the likelihood of confusion 
between the two marks. . . . 
 
In order to resolve this appeal, we must determine how [our] seven likelihood-of-confusion factors 
[from Forman] apply in the context of reverse-confusion trademark infringement. The “paradigm 
case [of reverse confusion] is that of a knowing junior user with much greater economic power 
who saturates the market with advertising of a confusingly similar mark, overwhelming the 
marketplace power and value of the senior user’s mark.” 4 J. Thomas McCarthy, McCarthy on 
Trademarks and Unfair Competition § 23:10 (5th ed.); see also Sands, Taylor & Wood Co. v. 
Quaker Oats Co., 978 F.2d 947, 957 (7th Cir. 1992) (“Reverse confusion occurs when a large 
junior user saturates the market with a trademark similar or identical to that of a smaller, senior 
user. In such a case, the junior user does not seek to profit from the good will associated with the 
senior user’s mark.”) Because both the harm and the theory of infringement in a reverse-confusion 

 
7 Wreal complains about both studies, arguing that the Amazon study was conducted too early to be relevant to the 
issue of consumer confusion and that its own study was conducted for a separate purpose altogether. Absence of 
evidence for a proposition, however, is not affirmative evidence to the contrary. And the only survey evidence 
available to us is not in dispute—both surveys show that there was no consumer confusion. Nevertheless, we accord 
this evidence relatively little weight, as “[t]his Circuit ... has moved away from relying on survey evidence” in 
trademark cases. Frehling Enters., Inc. v. Int’l Select Grp., Inc., 192 F.3d 1330, 1341 n.5 (11th Cir. 1999). 
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case differ from what is claimed in a forward-confusion case, the analysis and application of the 
seven likelihood-of-confusion factors differ as well. 
  
In a reverse-confusion case, the harms that can occur are varied. For example, consumers may 
come to believe the smaller, senior user of the mark is itself a trademark infringer, see Banff, Ltd. 
v. Federated Dep’t Stores, Inc., 841 F.2d 486, 490 (2d Cir. 1988), or that the defendant’s use of 
the mark diminishes the value of the plaintiff’s mark as a source indicator, see Checkpoint Sys., 
Inc. v. Check Point Software Techs., Inc., 269 F.3d 270, 301–02 (3d Cir. 2001). As our sister court, 
the Sixth Circuit has stated in a reverse confusion case: 
 

[t]he public comes to assume the senior user’s products are really the junior 
user’s or that the former has become somehow connected to the latter. The 
result is that the senior user loses the value of the trademark—its product 
identity, corporate identity, control over its goodwill and reputation, and ability 
to move into new markets. 

Ameritech, Inc. v. Am. Info. Techs. Corp., 811 F.2d 960, 964 (6th Cir. 1987). In this case, Wreal 
contends that “Amazon’s use of Wreal’s mark creates a likelihood that consumers will believe that 
Amazon is the source of Wreal’s FyreTV service.” 
  
With these principles in mind, we turn to the seven-factor test for likelihood of confusion and 
analyze each of the factors and their application in a reverse-confusion case. As with all species of 
trademark infringement, however, the “rule of reverse confusion is highly fact-specific and 
depends for its application on the presence of a critical mass of key facts.” 4 McCarthy, supra, § 
23:10. The seven factors used to assess likelihood of confusion—regardless of what theory of 
infringement is implicated—should never be applied mechanically. 
 

A. Distinctiveness of the Mark 
 
[The district court assessed the conceptual strength of Wreal’s “FyreTV” mark and found it 
distinctive and strong.]. [I]n a reverse-confusion case, the plaintiff is not arguing that the defendant 
is attempting to profit off the plaintiff’s goodwill. Rather, the plaintiff asserts that the defendant—
the junior but more powerful mark user—has been able to commercially overwhelm the market 
and saturate the public conscience with its own use of the mark, thereby weakening and 
diminishing the value of the senior user’s mark. See, e.g., Checkpoint Sys., 269 F.3d at 302–03. 
Thus, in this situation, the conceptual strength of the plaintiff’s mark is necessarily less important 
to the analysis. See Com. Nat’l Ins. Servs., Inc. v. Com. Ins. Agency, Inc., 214 F.3d 432, 444 (3d 
Cir. 2000) (noting that “it is the strength of the larger, junior user’s mark which results in reverse 
confusion”). Accordingly, when assessing the distinctiveness of the mark in a reverse-confusion 
case, the district court should consider both the conceptual strength of the plaintiff’s mark and the 
relative commercial strength of the defendant’s mark. See Visible Sys. Corp. v. Unisys Corp., 551 
F.3d 65, 74 (1st Cir. 2008) (“In a reverse confusion case, the focus is on the relative strengths of 
the marks so as to gauge the ability of the junior user’s mark to overcome the senior user’s mark.”); 
Cohn v. Petsmart, Inc., 281 F.3d 837, 841 (9th Cir. 2002) (noting that the defendant’s “extensive 
advertising gives it the ability to overwhelm any public recognition and goodwill that [the plaintiff] 
has developed in the mark”); Walter v. Mattel, Inc., 210 F.3d 1108, 1111 n.2 (9th Cir. 2000) (“In 
a reverse confusion cases ... the inquiry focuses on the strength of the junior mark because the 
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issue is whether the junior mark is so strong as to overtake the senior mark.”); A & H Sportswear, 
Inc. v. Victoria’s Secret Stores, Inc., 237 F.3d 198, 231 (3d Cir. 2000) (noting that a plaintiff is 
more likely to succeed when “pitted against a defendant with a far stronger mark” in reverse 
confusion cases); Checkpoint Sys., 269 F.3d at 303 (“But in a reverse confusion situation, the 
senior user’s claim may be strengthened by a showing that the junior user’s mark is commercially 
relatively strong. The greater relative strength of the junior mark allows the junior user to 
‘overwhelm’ the marketplace, diminishing the value of the senior user’s mark.”); see also 4 
McCarthy, supra, § 23:10 (“A reverse confusion case is proven only if the evidence shows that the 
junior user was able to swamp the reputation of the senior user with a relatively much larger 
advertising campaign.”). 
  
Here, the district court did not consider the commercial strength of Amazon’s mark because it 
found that Wreal waived the argument by failing to raise it in its response to Amazon’s motion for 
summary judgment and instead raised it for the first time in its objections to the magistrate judge’s 
report and recommendation.12  The district court erred in that finding. At the summary judgement 
stage, it was Amazon’s burden, as the movant, to show that it was entitled to judgment as a matter 
of law, and the parties cannot “waive the application of the correct law or stipulate to an incorrect 
legal test.” Jefferson v. Sewon Am., Inc., 891 F.3d 911, 923 (11th Cir. 2018). 
  
The commercial strength of Amazon’s mark is manifest and appears in the record. Amazon 
admitted in its answer that the fireTV was launched with a major advertising campaign, was 
covered by major magazines and television networks, and that it was a bestseller. Amazon also 
admits that it advertises the fireTV in multiple brick-and-mortar locations, as well as on 
amazon.com, one of the most visited online shopping sites in the United States. In short, Amazon’s 
overwhelming commercial success with the fireTV mark, coupled with the conceptual strength of 
Wreal’s mark, pushes this factor firmly in Wreal’s favor. 
  

B. Similarity of the Marks 
 

The similarity-of-the-marks analysis is, with one exception related to housemarks noted below, 
the same in both forward-confusion and reverse-confusion cases. We compare “the marks and 
consider [ ] the overall impressions that the marks create, including the sound, appearance, and 
manner in which they are used.” Frehling, 192 F.3d at 1337. In doing so, we determine similarity 
based on “the total effect of the designation, rather than on a comparison of individual features.” 
Amstar Corp. v. Domino’s Pizza, Inc., 615 F.2d 252, 260–61 (5th Cir. 1980).13 “In evaluating the 
similarity of marks, we must consider the overall impression created by the marks, including a 
comparison of the appearance, sound and meaning of the marks, as well as the manner in which 
they are displayed.”  . . . Similarity in any of these elements—appearance, sound, connotation, and 
commercial impression—may be sufficient to find the marks similar.  . . . 
  
The district court concluded that the marks at issue—fireTV and FyreTV—were not similar. It 
reached this conclusion mainly by focusing on the fact that the marks were spelled differently and 

 
12 The district court also noted that the presence of Amazon’s “amazon” housemark alongside “fireTV” in 
advertisements pushed the distinctiveness-of-the-mark factor further in Amazon’s favor. As we discuss below, 
however, the presence of a housemark should be assessed in reference to the second factor in the analysis—the 
similarity of the marks. See A & H Sportswear, 237 F.3d at 229–30. 
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used different fonts, as well as the fact that they were used differently in commerce. The district 
court also noted that one of Wreal’s experts, Dr. Linda Williams, testified that visitors to 
FyreTV.com would not confuse it with amazon.com. The inquiry under this factor, however, is 
the similarity of the marks, not the similarity of the services or the similarity of the sales methods— 
each of which has their own factor and should thus be considered separately. 
  
When the focus is on the similarity of the marks themselves, the result is clear—FyreTV and 
fireTV are nearly identical. “Fire” is the first and only dominant word in both marks, and it is 
presented in a phonetically and connotatively identical fashion. It is also an abstract term, and thus 
the only term in either mark that gives the mark meaning. See Palm Bay Imps., Inc. v. Veuve 
Clicquot Ponsardin Maison Fondee en 1772, 396 F.3d 1369, 1372 (Fed. Cir. 2005) (finding 
similarity between “VEUVE ROYALE” and “VEUVE CLICQUOT” because “VEUVE ... 
remains a ‘prominent feature’ as the first word in the mark and the first word to appear on the 
label”); Century 21 Real Estate Corp. v. Century Life of Am., 970 F.2d 874, 876 (Fed Cir. 1992) 
(finding similarity between “CENTURY 21” and “CENTURY LIFE OF AMERICA” in part 
because “consumers must first notice th[e] identical lead word”); see also In re Detroit Athletic 
Co., 903 F.3d 1297, 1303 (Fed. Cir. 2018) (finding “the identity of the marks’ two initial words is 
particularly significant because consumers typically notice those words first”). By contrast, the 
secondary word in the marks—“TV”—is merely descriptive of or generic for the goods and 
services sold—i.e., streaming services. See Frehling, 192 F.3d at 1337 (noting that “a mark may 
be surrounded by additional words of lesser importance and not have its strength diluted”). 
  
Moreover, the marks need not be identical, as the “purpose in considering the similarity of marks 
as an indicator of likelihood of confusion is that the closer the marks are, the more likely reasonable 
consumers will mistake the source of the product that each mark represents.” Id. Thus, while 
“Fyre” and “fire” are spelled differently, and one is capitalized, the words have the same 
connotation and pronunciation, and the differences in font, color, and capitalization are not 
dispositive. 
  
The Ninth Circuit’s decision in Dreamwerks Production Group, Inc. v. SKG Studio, 142 F.3d 
1127, 1130 (9th Cir. 1998) is instructive on this point. In that case, the court had to assess the 
similarity of the marks “Dreamwerks” and “DreamWorks,” which, like the marks at issue here, 
utilized different spellings and capitalization.  The Ninth Circuit concluded that the marks were 
similar, noting the obvious “perfect similarity of sound” and “similarity of meaning” while 
determining that even the similarity of sight also weighed in favor of a finding of similarity, as 
consumers “might shrug off the difference [in spelling and capitalization] as an intentional 
modification.”  Our decision in Frehling is also instructive. There, we said that the marks “BELL’ 
OGGETTI” and “Tavola Collection by OGGETTI” were similar because the presence of the 
dominant and protected “OGGETTI” in both was likely to be confusing. Frehling, 192 F.3d at 
1337. Each of these conclusions applies here. 
  
Amazon’s pervasive use of its “amazon” housemark alongside “fireTV” in advertisements 
warrants separate discussion. In forward-confusion cases—where a commercially superior 
plaintiff with a strong conceptual mark sues a defendant for attempting to profit off its goodwill—
the presence of a housemark is indeed likely to dispel confusion in ordinarily prudent consumers. 
See, e.g., Custom Mfg., 508 F.3d at 652 n.10. But in reverse-confusion cases, this presumption is 
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reversed; because the harm is false association of the plaintiff’s mark with the defendant’s 
corporate identity, the defendant’s use of a housemark alongside the mark is more likely to cause 
confusion. See, e.g., A & H Sportswear, 237 F.3d at 230 (noting that there is a “possibility that the 
[housemark] will aggravate, rather than mitigate, reverse confusion, by reinforcing the association 
of the [trademark] exclusively with [the housemark]”) (emphasis added); Attrezzi, LLC v. Maytag 
Corp., 436 F.3d 32, 39 (1st Cir. 2006) (“Yet since the alleged harm is reverse confusion, to the 
extent [the defendant’s housemark] is itself the more recognized label the linkage could actually 
aggravate the threat to [the plaintiff].”); Sands, 978 F.2d at 954 (“Clearly, then, the fact that the 
Gatorade trademark always appears in Quaker’s ‘Thirst Aid’ advertisements does not preclude a 
finding that those advertisements also use ‘Thirst Aid’ as a trademark.”); Banff, 841 F.2d at 492 
(finding that use of a housemark “may actually increase the misappropriation by linking 
defendant’s name to plaintiff’s goodwill” and company); Int’l Kennel Club of Chi., Inc. v. Mighty 
Star, Inc., 846 F.2d 1079, 1088 (7th Cir. 1988) (“DCN and Mighty Star further invite us to infer 
that the defendants’ use of its house mark ‘24K Polar Puff’ in conjunction with the International 
Kennel Club name on its advertising decreases the likelihood of confusion among consumers. This 
argument is a smoke screen and a poor excuse for the defendants’ blatant misappropriation of the 
plaintiff’s name ....”), abrogation recognized on other grounds, Ill. Republican Party v. Pritzker, 
973 F.3d 760, 762–63 (7th Cir. 2020); Americana Trading Inc. v. Russ Berrie & Co., 966 F.2d 
1284, 1288 (9th Cir. 1992) (“Indeed, use by Russ of its housemark along with Amtra’s trademark 
may ‘be an aggravation and not a justification, for it is openly trading in the name of another upon 
the reputation acquired by the device of the true proprietor.’ ” (quoting Menendez v. Holt, 128 U.S. 
514, 521 (1888))). 
  
Amazon’s use of its housemark alongside advertisements for the “fireTV” does exactly what one 
might expect it to do: it causes consumers to associate Amazon with fireTV. Because this is a 
reverse-confusion case asserting that Amazon’s use of fireTV causes consumers to associate 
FyreTV with Amazon instead of Wreal, Amazon’s use of the housemark supports Wreal’s theory 
of recovery. The district court erred in concluding otherwise. 
  
In short, the parties’ marks are nearly identical. Both use the same words, are pronounced the same, 
and have the same meaning. While they are spelled slightly differently and use different fonts, this 
is not enough to conclude that the marks are dissimilar. Moreover, Amazon’s pervasive use of its 
housemark alongside “fireTV” pushes this factor even further in favor of Wreal, as it is likely to 
confuse consumers into believing that Amazon is the origin of the FyreTV mark. Thus, the 
similarity-of-the-marks factor weighs heavily in favor of Wreal. 
 

C. Similarity of the Products 
 

The analysis of this factor is the same regardless of the theory of confusion, and “requires a 
determination as to whether the products are the kind that the public attributes to a single source, 
not whether or not the purchasing public can readily distinguish between the products of the 
respective parties.” Frehling, 192 F.3d at 1338 . . .The products at issue need only be “related in 
some manner and/or if the circumstances surrounding their marketing are such that they could give 
rise to the mistaken belief that [the goods and/or services] emanate from the same source.” Coach 
Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1369 (Fed. Cir. 2012) (quoting 7-Eleven 
Inc. v. Wechsler, 83 U.S.P.Q.2d 1715, 1724 (T.T.A.B. 2007)). In reverse-confusion cases, it also 
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is relevant to ask whether consumers might expect the defendant to “bridge the gap” and enter the 
plaintiff’s market. See Fisons Horticulture, Inc. v. Vigoro Indus., Inc., 30 F.3d 466, 480 (3d Cir. 
1994). 
  
Here, many pieces of record evidence are relevant to the question of whether the fireTV set-top 
box is similar to the FyreBoXXX. The record evidence presented in the district court established 
that consumers were already able to stream softcore pornography on Amazon’s fireTV through 
content providers like HBO GO and Showtime. The record evidence also established that Amazon 
Prime Instant Video—Amazon’s own streaming service, which, like HBO GO and Showtime, is 
available on the fireTV— offered consumers softcore pornography. And the record evidence also 
established that: (1) Amazon already offered the sale of hardcore pornographic DVDs and 
magazines on its related consumer website, amazon.com; (2) the parties’ devices are visually 
similar— both are plain black set-top boxes that come with a small remote; and (3) Amazon’s 
direct competitors in the mainstream set-top box market—Roku and Apple TV—already provided 
access to hardcore pornography, including FyreTV. 
  
The question therefore is whether this record evidence would suggest to an ordinarily prudent 
consumer that a do-it-all giant like Amazon—which already sells a set-top box that streams 
softcore pornography and which competes against other set-top boxes that stream hardcore 
pornography—would “bridge the gap” to hardcore pornography streaming and release a set-top 
box that streams exclusively pornographic content. We answer that question in the affirmative. 
Amazon is a company that already sells hardcore pornography on its website and offers softcore 
pornography on its set-top box. And it competes in a market in which its direct competitors offer 
hardcore pornography streaming directly on their set-top boxes. Given this information, a 
reasonable juror could conclude that Amazon decided to “bridge the gap” and offer a standalone 
set-top box dedicated to streaming hardcore pornography. See id. The two products at issue 
therefore “are the kind the public attributes to a single source.” E. Remy Martin, 756 F.2d at 1530. 
  
Our caselaw provides ample support for this conclusion. In E. Remy Martin, a trademark dispute 
between a wine company and a liquor company, this Court concluded that cognac and brandy—
the products sold by the liquor company—were distilled from wine and that, as a result, it was 
“quite likely that, even assuming a sophisticated consumer from the drinking world, such a 
consumer could easily conclude that [the liquor company] had undertaken the production and sale 
of wine and that its name and goodwill therefore attached to [the wine company’s] product.” 
Similarly, in Frehling, we concluded that the district court erred in focusing only on the differences 
between two furniture makers (e.g., metal vs. wood). We also concluded that “[w]hile the 
compositional differences matter,” the focus is “on the reasonable belief of the average consumer 
as to what the likely source of the goods was.” Id. In further explanation of what a single source 
means for purposes of the similarity-of-the-products analysis, we stated: 

In this case, it is not unreasonable to fathom that the goods emanate from the same source. 
Both products are furniture pieces, designed for the home, and both have the capability 
to house electronic equipment. In addition, both products are marketed as having an 
Italian design and thus a consumer could, on this basis alone, given that both marks 
connote furniture, attribute the products to one source given the shared Italian theme. 

Therefore, although the products are somewhat dissimilar in composition, function, and 



31 
 

design, they are similar in that they are both home furnishings sold under a very similar 
Italian label, and hence it seems possible that a consumer could attribute both products to 
a single source. While this possibility is perhaps not strong enough to suggest a likelihood 
of consumer confusion, neither is it so remote as to raise the opposite inference—that a 
reasonable consumer would likely not be confused. Thus, to the extent that the district 
court found that this factor favored ISG significantly, we find that the attribution of such 
weight to this factor in ISG’s favor was clearly erroneous. 

Id. 
 
Decisions from our sister circuits in reverse-confusion cases lend further support to our conclusion 
here. In Attrezzi, the First Circuit held that the products of two “small electric appliance” 
manufacturers were similar even though one manufacturer also used the mark on its gourmet foods 
and dinnerware. In Dreamwerks, the Ninth Circuit concluded that a movie studio and a convention 
holder had similar products because it would not be unreasonable for consumers to presume that 
the production company behind Star Trek decided to bridge the gap to convention holding and had 
begun to host Star Trek conventions. See 142 F.3d at 1131 (“[M]ovies and sci-fi merchandise are 
now as complementary as baseball and hot dogs. The main products sold at Dreamwerks 
conventions are movie and TV collectibles and memorabilia; the lectures, previews and 
appearances by actors which attract customers to Dreamwerks conventions are all dependent, in 
one way or another, on the output of entertainment giants like DreamWorks.”). 
  
Here, as in E. Remy Martin and Dreamwerks, a reasonable juror could conclude that Amazon was 
likely to market and sell a product like Wreal’s. Indeed, to see a do-it-all giant like Amazon enter 
the pornographic streaming industry requires no more of an inferential leap than seeing a movie 
studio begin holding public conventions (as in Dreamwerks) or a liquor company begin selling 
wine (as in E. Remy Martin). Amazon already offers at least some softcore pornography on its 
streaming services and competes with other general-interest set-top boxes that offer hardcore 
pornography content on theirs, including the FyreTV streaming service at issue here. Amazon also 
sells hardcore pornographic materials on its website. It would not be unreasonable for a reasonable 
consumer to see FyreTV and think Amazon was the source. 
  
Finally, we note that “the more similar the marks are, the less necessary it is that the products 
themselves be very similar to create confusion.” Attrezzi, 436 F.3d at 39. Accordingly, we conclude 
that this factor favors Wreal. 
 

D. Similarity of Sales Outlets and Customer Bases 
 

As for the “similarity of sales outlets” factor, we have held: 
 

This factor takes into consideration where, how, and to whom the parties’ 
products are sold. Direct competition between the parties is not required for this 
factor to weigh in favor of a likelihood of confusion, though evidence that the 
products are sold in the same stores is certainly strong. The parties’ outlets and 
customer bases need not be identical, but some degree of overlap should be 
present. 

Frehling, 192 F.3d at 1339 (citations omitted). The analysis of this factor is the same in forward-
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confusion and reverse-confusion cases. 
  
Here, the district court concluded that the “similarity of sales outlets” factor weighs in favor of 
Amazon. Amazon’s fireTV is available everywhere—on multiple internet sites and in brick-and-
mortar locations around the world. Wreal’s FyreTV, on the other hand, is available in only one 
place and can only be purchased one way—a consumer must make his way to FyreTV.com, 
navigate through an eighteen-year-olds-only banner, certify that he is interested in purchasing 
pornography, and find the product on the website. And crucially, Amazon’s fireTV is unavailable 
on FyreTV.com. Both where the products are sold and how the products are sold are thus different. 
Only to whom the products are sold is arguably similar, as the record evidence shows that both 
companies target twenty- to fifty-year-old men with disposable income. The difference, however, 
is that Wreal targets only individuals who “are interested in purchasing pornography”—a uniquely 
identifiable subset of Amazon’s customer base. Cf. Amstar, 615 F.2d at 262 (noting that Domino 
Sugar and Domino’s Pizza had different sales outlets and customer bases because they were 
distributed through different outlets despite the fact both were “in the restaurant business”). We 
therefore conclude that this factor favors Amazon. 
 

E. Similarity of Advertising 
 

This similarity of advertising “factor looks to each party’s method of advertising “[T]he standard 
is whether there is likely to be significant enough overlap in the readership of the publications in 
which the parties advertise that a possibility of confusion could result.” This inquiry is the same in 
both forward- and reverse-confusion cases. 
  
There is no dispute in this case that the parties advertise in completely different media. Amazon 
advertises the fireTV on the amazon.com homepage, on television, in print media, and on in-store 
displays. Wreal stopped advertising on television and in print in 2012, two years before Amazon 
launched the fireTV. In fact, at all times relevant to the lawsuit, Wreal advertised the FyreTV and 
FyreBoXXX only through pornographic websites, social media, and newsletters—i.e., only on the 
internet or other media dedicated to similarly prurient content. 
  
Wreal nonetheless argues that this factor favors it because, very broadly speaking, both the fireTV 
and the FyreBoXXX advertise through search engines, word of mouth, and social media. But 
Wreal presented no record evidence of audience overlap. Nor does Wreal identify any website 
(outside of search engines like Google) where both the fireTV and the FyreBoXXX are advertised. 
As we explained in Tana, rejecting a similar argument: “[T]he only similarity in the advertising 
channels used by the two parties is their maintenance of websites on the World Wide Web. This 
similarity would dispel rather than cause confusion, however, because the websites are separate 
and distinct, suggesting two completely unrelated business entities.” 611 F.3d at 778; see also 
Therma-Scan, Inc. v. Thermoscan, Inc., 295 F.3d 623, 637 (6th Cir. 2002) (noting that the 
availability of information about the parties’ goods on the internet does not lead to the conclusion 
that they use the same marketing channels). 
  
We therefore conclude that this factor weighs heavily in Amazon’s favor. 
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F. Amazon’s Intent 
 

In the forward-confusion context, the intent factor asks whether the “defendant adopted [the] 
plaintiff’s mark with the intention of deriving a benefit from the plaintiff’s business reputation.” 
Frehling, 192 F.3d at 1340. This is because in forward-confusion cases, “customers mistakenly 
think that the junior user’s goods or services are from the same source as or are connected with the 
senior user’s goods or services.” 4 McCarthy, supra, § 23:10. Without precedent pointing in any 
other direction, the district court understandably applied this test for intent and found that Amazon 
did not adopt the fireTV mark with any intent to derive a benefit from Wreal’s FyreTV mark. 
  
But reverse-confusion cases are different. In this context, the concern is that customers will 
“purchase the senior user’s goods under the mistaken impression that they are getting the goods of 
the junior user.” Id. In other words, that “the junior user’s advertising and promotion so swamps 
the senior user’s reputation in the market that customers are likely to be confused into thinking 
that the senior user’s goods are those of the junior user.” Id. In this case, Wreal is not suggesting 
that Amazon chose the fireTV mark with the intention of siphoning Wreal’s goodwill; instead, 
Wreal claims that, by Amazon’s use of the fireTV mark, Wreal has lost control over its own, more 
senior mark. 
  
Courts have responded to this problem in varying ways. The Seventh Circuit, for example, has 
eliminated the intent element from its likelihood-of-confusion test in reverse-confusion cases. See 
Sands, 978 F.2d at 961. The Third Circuit has acknowledged that evidence of intent to infringe is 
not expected in reverse-confusion cases, but continues to consider such evidence if it exists. See A 
& H Sportswear, 237 F.3d at 232. And the Tenth Circuit, while similarly discounting the 
importance of the intent factor in reverse-confusion cases, has continued to apply it in the same 
manner in both forward- and reverse-confusion cases. See Universal Money Ctrs., Inc. v. Am. Tel. 
& Tel. Co., 22 F.3d 1527, 1531–32 (10th Cir. 1994). Finally, the Ninth Circuit applies a modified 
version of the intent factor in reverse-confusion cases, under which indicia of intent may come 
from a variety of sources: 
 

At one extreme, intent could be shown through evidence that a defendant 
deliberately intended to push the plaintiff out of the market by flooding the 
market with advertising to create reverse confusion. Intent could also be shown 
by evidence that, for example, the defendant knew of the mark, should have 
known of the mark, intended to copy the plaintiff, failed to conduct a reasonably 
adequate trademark search, or otherwise culpably disregarded the risk of 
reverse confusion. The tenor of the intent inquiry shifts when considering 
reverse confusion due to the shift in the theory of confusion, but no specific 
type of evidence is necessary to establish intent, and the importance of intent 
and evidence presented will vary by case. 

Marketquest Grp., Inc. v. BIC Corp., 862 F.3d 927, 934–35 (9th Cir. 2017) (citations omitted). 
  
We agree with and adopt the Ninth Circuit’s approach. Evidence of a specific intent to deceive is 
not a prerequisite to establish intent in reverse-confusion cases, as it is in forward-confusion cases. 
Indicia of intent can come from a wide variety of sources, including a more generalized intent to 
obtain market saturation or to proceed with the adoption of a mark in circumstances where the 
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defendant had constructive knowledge of the plaintiff’s mark. The facts of each case will vary, and 
district courts should accord the intent factor whatever weight it is due under the circumstances. 
  
Here, applying this standard, the evidence of intent is strong. First, Amazon has admitted that, 
before launching the fireTV, it had actual knowledge of both the FyreBoXXX and Wreal’s FyreTV 
trademark registration. Wreal I, 840 F.3d at 1247 (“Amazon was aware of Wreal’s FyreTV mark 
when it launched Fire TV but did not contact Wreal before launching Fire TV.”). Amazon’s Vice 
President of Marketing further testified in his deposition that Amazon not only chose to proceed 
with its usage of the fireTV mark after becoming aware of the FyreTV registration, but that his 
“goal was customers ... if they search for Amazon Fire TV, if they search for our product I did not 
want them to first come across a porn site and have that experience.” The district court, upon 
reviewing that testimony, concluded that no reasonable juror could view it and conclude that 
Amazon had any “bad faith (or other) intent to deceive consumers or drive Wreal out of the 
market.” That conclusion was erroneous. The record evidence established that when Amazon 
launched the fireTV, it specifically tried to flood the market with advertising in an attempt to lower 
awareness of Wreal’s similarly named mark. We take Amazon at its word, and we therefore 
conclude that the intent factor weighs heavily in favor of Wreal. 
 

G. Actual Confusion 
 

“[E]vidence of actual confusion is the best evidence of a likelihood of confusion.” Frehling 192 
F.3d at 1340. But the presence of such evidence is obviously not a prerequisite to a finding of 
likelihood of confusion, as it is one of seven factors considered in the likelihood-of-confusion 
determination. Indeed, “it is not necessary to show actual confusion. One merely has to show that 
the likelihood of confusion exists.” World Carpets, Inc. v. Dick Littrell’s New World Carpets, 438 
F.2d 482, 489 (5th Cir. 1971). But in assessing the quantum of actual confusion required for a 
finding in the plaintiff’s favor, even a “very little” amount of actual confusion is highly probative. 
See id. 
  
“The strength of such evidence depends on ‘the number of instances of confusion,’ ‘the kinds of 
persons confused’ and the ‘degree of confusion.’” [cit].  But even more important than the number 
of persons confused is the type of person confused; our “caselaw makes plain that the consumers 
of the relevant product or service, especially the mark holder’s customers, turn the key.”  [cit]. 
Indeed, we have accorded “substantial weight” to any instances of “evidence that actual customers 
were confused by the use of a mark as opposed to other categories of people.” Aronowitz v. Health-
Chem Corp., 513 F.3d 1229, 1240 (11th Cir. 2008) (quoting Safeway Stores, 675 F.2d at 1167). 
  
In reverse-confusion cases, evidence of forward confusion will usually be probative. See Freedom 
Card, Inc. v. JPMorgan Chase & Co., 432 F.3d 463, 473 (3d Cir. 2005). But even more relevant 
is direct evidence of reverse confusion—i.e., evidence that consumers of the plaintiff’s more senior 
mark became confused as to its source following the launch of the defendant’s more junior mark. 
See Sterling Drug, Inc. v. Bayer AG, 14 F.3d 733, 741 (2d Cir. 1994) (noting that, in a reverse-
confusion claim, “the relevant issue is whether consumers mistakenly believe that the senior user’s 
products actually originate with the junior user” and that “it is appropriate to survey the senior 
user’s customers”). Survey evidence—while perhaps more accurately described as circumstantial 
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evidence of confusion rather than direct evidence—is, of course, admissible.16 But because the 
theory of reverse confusion depends on market saturation by the defendant’s mark, a reliable 
survey “cannot be run in a reverse confusion case prior to the junior user’s saturation of the market 
with its mark because, until that time, consumers have not been exposed to the relatively large 
advertising and promotion of the junior user that is the hallmark of a reverse confusion case.” 4 
McCarthy, supra, § 23:10. 
  
The record evidence here contains some evidence of actual confusion. For example, Wreal 
introduced evidence that one of its customers asked over Twitter, “Did you guys just merge with 
Amazon?” And one of Amazon’s customers communicated with Amazon to ask whether he could 
access “adult content” on his Amazon “fyre” TV. Both instances directly suggest reverse 
confusion; the first consumer believed Amazon had purchased Wreal’s trademark, and the second 
consumer contacted Amazon to inquire about Wreal’s product. But these are the only two true 
instances of confusion present in the record. 
  
Amazon and Wreal both also introduced survey evidence regarding the rate of confusion. Dr. 
Thomas Maronick, who testified for Wreal at the preliminary injunction hearing, conducted a 
preliminary survey in April 2014 and found “very low consumer confusion” between FyreTV and 
fireTV. Dr. Maronick also testified that awareness of the FyreTV mark was “very low.” In a similar 
vein, Dr. Dan Sarel, Amazon’s expert, conducted a consumer survey and found a confusion rate 
of one percent, which he testified was “nonexistent” and “statistically insignificant.” 
  
We hesitate to give significant weight to either the specifically identified instances of actual 
confusion or the surveys. Amazon introduced evidence from an expert witness, Peter Lehman, that 
tended to suggest that watching pornography is an inherently shameful act, and that consumers of 
pornography are less likely to report their consumption than consumers of other media. With this 
testimony in mind, we turn first to the first two instances of actual confusion. 
  
Our caselaw is clear that the “the quantum of evidence needed to show actual confusion is 
relatively small.” Jellibeans, Inc., 716 F.2d at 845. But our caselaw imposes no hard-and-fast rule 
regarding the number of instances required to prevail. “Rather, the court must evaluate the 
evidence of actual confusion in the light of the totality of the circumstances involved.” AmBrit, 
812 F.2d at 1543; accord World Carpets, 438 F.2d at 489 (5th Cir. 1971)19 (“[R]eason tells us that 
while very little proof of actual confusion would be necessary to prove the likelihood of confusion, 
an almost overwhelming amount of proof would be necessary to refute such proof.”). 
  
Our previous decisions serve as guides. In Safeway Stores, when reviewing a district court’s 
findings following a bench trial, we held that a mere two instances of confusion from relevant 
consumers was worthy of consideration. 675 F.2d at 1166–67, abrogation recognized on other 
grounds, PlayNation Play Sys., Inc. v. Velex Corp., 924 F.3d 1159, 1166 (11th Cir. 2019). 
Additionally, in Caliber Automotive, we stated that two instances of confusion among professional 
buyers weighed in the plaintiff’s favor at the summary judgment stage. 605 F.3d at 937–38. In 
contrast, in Frehling, when reversing the district court’s entry of judgment for the defendant 

 
16 See Harvey S. Perlman, The Restatement of the Law of Unfair Competition: A Work in Progress, 80 Trademark 
Rep. 461, 472 (1990) (“Most surveys do not measure actual confusion. Surveys only give us information about a 
controlled and artificial world from which we are asked to draw inferences about the real world.”). 
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following a bench trial, we concluded that a single instance of actual confusion from a 
“professional buyer” while “sufficient to raise an inference of actual confusion” was “not 
sufficiently dispositive so as to favor either side in an appreciable fashion.” 192 F.3d at 1341. 
  
Perhaps most analogous are our decisions in AmBrit and PlayNation. In AmBrit as in this case, the 
relevant products (ice cream novelties there and set-top boxes, here) were sold to the general 
public, not professional buyers, and had a “high volume of sales” (at least, such is the case for the 
fireTV here). See 812 F.2d at 1544. The district court in AmBrit, after a bench trial, found that four 
instances of actual confusion supported a finding of actual confusion in favor of the plaintiff. See 
id. And we, reviewing for clear error, affirmed. See id. at 1544–45. Similarly, in PlayNation, the 
products at issue were playground equipment and pull-up bars which, like ice cream novelties and 
set-top boxes, are sold to the general public rather than to professional buyers. See 924 F.3d at 
1164. Following a bench trial, the district court found that just two instances of actual confusion—
in which the plaintiff’s customers contacted the defendant for customer support—were sufficient 
to support a finding of actual confusion. See id. at 1167. On appeal, we affirmed the ruling. See id. 
at 1167–68. 
  
As in AmBrit and PlayNation, the reported instances of confusion in this case are relatively few. 
Even after years of litigation, Wreal is able to identify only two instances of potential or actual 
Wreal consumers being confused as to the source of its product. But the record also contains expert 
testimony that consumers of pornography are less likely to report their consumption than 
consumers of other media. Given that we are obliged to “evaluate the evidence of actual confusion 
in the light of the totality of the circumstances involved,” AmBrit, 812 F.2d at 1543, we find it 
appropriate here to take that expert testimony into account when considering the number of 
reported instances of actual confusion. Although a close call, we conclude that the two reported 
instances of actual confusion here are sufficient to make the issue one of triable fact and thus 
weighs in Wreal’s favor. 
  
Turning to the survey evidence, both parties advance a number of arguments either for or against 
the consideration of the surveys. But given that we conclude that the instances of actual confusion 
present in the record are sufficient to push this factor in Wreal’s favor, we conclude that it is 
unnecessary to also address the issue of survey evidence especially as a plaintiff need not present 
survey evidence in a trademark claim in order to escape summary judgment. See PlayNation, 924 
F.3d at 1169 (“Lack of survey evidence does not weigh against the plaintiff when determining 
likelihood of confusion.”); Midwestern Pet Foods, Inc. v. Societe des Produits Nestle S.A., 685 
F.3d 1046, 1054 (Fed. Cir. 2012) (“[N]either the Board nor this court has required survey evidence 
in order to show a likelihood of confusion.”); Badger Meter v. Grinnell Corp., 13 F.3d 1145, 1153 
(7th Cir. 1994) (“[Defendant] argues strenuously that [plaintiff’s] failure to introduce any market 
survey evidence of likely consumer confusion militates against finding such a likelihood; once 
again, however, this goes to the weight and not to the sufficiency of the evidence.”). And, as 
already noted above, at least in our circuit, survey evidence in trademark actions has always been 
viewed with a skeptical eye. See Frehling, 192 F.3d at 1341 n.5 (“This Circuit ... has moved away 
from relying on survey evidence [in trademark cases].”); Safeway Stores, 675 F.2d at 1167 n.10 
(noting that our circuit has “followed the trend of cases in the former Fifth Circuit, in which market 
surveys have not fared well as evidence in trademark cases”). 
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IV. CONCLUSION 
 

This case addresses the application of the seven likelihood-of-confusion factors to a reverse-
confusion trademark infringement case. Although some of those factors are analyzed and applied 
in the same way in both reverse-confusion cases and the more familiar forward-confusion cases, 
there are important differences in how other factors are analyzed and applied that stem from the 
fact that the harm and the theory of infringement differ between forward and reverse confusion. 
  
Here, the record evidence establishes that Amazon acquired actual knowledge of Wreal’s 
registered trademark and still launched a product line with a phonetically similar name. The two 
marks at issue are nearly identical, the commercial strength of Amazon’s mark is consistent with 
Wreal’s theory of recovery, the parties’ services are the kind that a reasonable consumer could 
attribute to a single source, and the record establishes that Amazon intended to swamp the market 
with its advertising campaign. Furthermore, Wreal has identified two consumers who a reasonable 
juror could conclude were confused by Amazon’s chosen mark. 
  
As noted throughout our decision, there is no mechanical formula for applying the seven factors 
relating to likelihood of confusion. But when considering all seven factors as they apply to a theory 
of reverse confusion and taking all the circumstances of this case into account on the record before 
us, we conclude that they weigh heavily in favor of Wreal and that the district court erred when it 
entered summary judgment in Amazon’s favor. We therefore reverse the district court’s order. 
This is not to say that Amazon may not ultimately prevail on the merits; rather, it must do so before 
a jury. 
  
[Reversed and remanded.] 
 

NOTES AND QUESTIONS 
 

1. What’s the harm? If you were a judge, would you favor recognizing the reverse 
confusion theory if the question came to you on first impression? In thinking about this question, 
consider how you would characterize the harm (if any) that reverse confusion causes. Is it that 
purchasers are likely to assume that the senior user’s product/service actually originates with the 
junior user, thereby undermining the senior user’s investment in goodwill? Or is it that purchasers 
are likely to assume that the senior user is actually the later comer and potentially an infringer of 
the junior user’s mark? Or is it something else entirely? See Anthony L. Fletcher, The Curious 
Doctrine of Reverse Confusion — Getting It Right in Reverse, 95 TRADEMARK REP. 1273, 1306 
(2005) (tracing the evolution of the case law and concluding that the “most difficult, and least 
analyzed, issue in reverse confusion cases is relief”); Attrezzi, LLC v. Maytag Corp., 436 F.3d 32 
(1st Cir. 2006) (explaining sources of harm to senior mark owner caused by reverse confusion); 
see also Visible Sys. Corp. v. Unisys Corp., 551 F.3d 65 (1st Cir. 2008) (upholding finding of 
reverse confusion). In Visible Systems, the alleged harm to Visible Systems was the incorrect 
perception that it had been acquired by Unisys. Visible Systems was a small software company; 
Unisys was a large computer manufacturer. There was evidence in the case that Visible Systems’ 
competitors were initially other small software companies, but that over time these companies had 
been acquired by larger companies such as IBM. Thus, when Unisys used the mark at issue, 
consumers might think that Unisys had acquired Visible Systems, potentially harming Visible 
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Systems’ reputation. 
2. Alterations to the confusion analysis. Are you persuaded by the Wreal court’s 

arguments about altering the confusion analysis to make it suitable for reverse confusion cases? 
For another discussion of potential alterations to the test, see Dreamwerks Prod. Grp, Inc. v. SKG 
Studio, 142 F.3d 1127 (9th Cir. 1998) (noting that the strength of the junior user’s mark is probative 
on reverse confusion, and questioning the relevance of the intent factor). For an example of a case 
in which the court simply followed the factors analysis without alteration, see Harlem Wizards 
Entm’t Basketball, Inc. v. NBA Properties, Inc., 952 F. Supp. 1084 (D.N.J. 1997), discussed in the 
introduction to this section. See also Current Commc’ns Group LLC v. Current Media LLC, 76 
U.S.P.Q.2d (BNA) 1686, 1692 (S.D. Ohio 2005) (stating that “just labeling a case a ‘reverse 
confusion case’ does not alter the analysis significantly”). Which of these approaches best fits the 
reverse confusion theory? 

3. Reverse confusion and the intent factor. In a reverse confusion case, the relevant intent 
is not whether the junior user intended to trade off the senior user’s goodwill, but rather whether 
the junior user intended to overwhelm the senior user. How might a mark owner prove intent in a 
reverse confusion case? With the same type of evidence that would be used in a forward confusion 
case? In a reverse confusion case, what weight should be placed on the junior user’s failure to 
conduct a trademark search (or to follow up on a trademark search when it identifies a senior user)? 
See Fisons Horticulture, Inc. v. Vigoro Indus., Inc., 30 F.3d 466, 480 (3d Cir. 1994) (“The 
questions the district court should consider here are whether [the junior user] conducted an 
adequate name search for other companies marketing similar goods under trademarks including 
the name ‘Fairway,’ and whether it followed through with its investigation when it found there 
were such companies” as opposed to exhibiting carelessness); cf. Star Indus., Inc. v. Bacardi & 
Co. Ltd., 412 F.3d 373, 388 n.3 (2d Cir. 2005) (the approach to intent in Fisons “is at odds with 
this circuit’s precedents, which preclude finding bad faith on the basis of an inadequate trademark 
search, at least in the absence of evidence that the inadequate design or the failure to correct 
inadequacies in the search was motivated by an intent to sow consumer confusion or to exploit the 
good will or reputation of the senior user”), cert. denied, 547 U.S. 1019 (2006). 

4. Reverse confusion and the strength factor. The Wreal court  analyzes the mark strength 
factor (in Part A, under the heading “Distinctiveness”) on the basis that (1) the commercial strength 
of the junior user’s mark favors reverse confusion, and that (2) the relative conceptual strength of 
the senior user’s mark favors reverse confusion. Do you agree with both propositions? Some cases 
appear to follow this approach. See Attrezzi, LLC v. Maytag Corp., 436 F.3d 32 (1st Cir. 2006); 
Surfvivor Media, Inc. v. Survivor Productions, 406 F.3d 625 (9th Cir. 2005). But see M2 Software, 
Inc. v. Madacy Entm’t, 421 F.3d 1073 (9th Cir. 2005) (conducting a standard mark strength 
analysis in a case involving claims of both forward and reverse confusion). For additional 
examples from the district courts illustrating variations in the mark strength analysis, see 
Playmakers, LLC v. ESPN, Inc., 297 F. Supp. 2d 1277 (W.D. Wash. 2003) (finding that plaintiff’s 
mark—PLAYMAKERS for a sports agency—was suggestive, and therefore conceptually 
“somewhat weak,” and that defendant ESPN’s mark—PLAYMAKERS as the title of a sports-
related television series—was commercially “exceptionally strong,” and concluding that the 
strength factor tipped slightly in plaintiff’s favor), aff’d, 376 F.3d 894 (2004); Macia v. Microsoft 
Corp., 335 F. Supp. 2d 507, 511-12 (D. Vt. 2004) (observing that the commercial strength of the 
senior user’s mark deserves little weight in a reverse confusion case, but failing to analyze the 
commercial strength of the junior user’s mark, where Microsoft was the junior user). But see 
Sterling Jewelers, Inc. v. Artistry Ltd., 896 F.3d 752 (6th Cir. 2018), involving a less-well-known 
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mark owner (Artistry Ltd.) using ARTISTRY for high-end jewelry sales to retailers, and a better-
known alleged infringer (Sterling) using ARTISTRY in connection with sales of diamonds through 
its large chain of retail stores in malls (operating as KAY JEWELERS and JARED).  Affirming a 
summary judgment of no infringement, the Sixth Circuit critiqued Artistry Ltd. for having a weak 
mark.  But the court (and perhaps the parties) proceeded seemingly heedless of the fact that Artistry 
Ltd.’s best claim was presumably reverse confusion. 

5. Reverse confusion and the actual confusion factor. In a reverse confusion case, who 
precisely is the relevant consumer? The senior user’s customer base? Customers of both the senior 
and junior users? Potential customers of both? Consider how your answers might affect the 
admissibility of confusion evidence. Suppose that your opponent in a trademark case conducted a 
survey to attempt to show reverse confusion, but the senior user’s customers were not among the 
survey population. Would this constitute an inadmissible survey? See Citizens Fin. Grp., Inc. v. 
Citizens Nat’l Bank of Evans City, 383 F.3d 110 (3d Cir. 2004). According to A & H, cited in 
Wreal, a showing of actual confusion in a reverse confusion case may rest in part on evidence of 
forward actual confusion. The A & H court declined to create a “strict bar” to the use of evidence 
of forward actual confusion in a reverse confusion case, instead predicting that cases may well 
involve evidence of both forward and reverse actual confusion. Do you agree?  

6.  Reverse confusion and the relevant consumer.  Ironhawk asserts rights in 
SMARTSYNC for software, which it currently markets only to the United States Navy.  Ironhawk 
has sued Dropbox, asserting reverse confusion arising from the latter’s use of SMART SYNC in 
connection with cloud computing software marketed to a large consumer base comprised of 
individuals and businesses.  For purposes of the reverse confusion analysis, should the relevant 
consumer be the United States Navy, a sophisticated consumer whose purchases involve multiple 
levels of review?  Or should it extend to private sector customers that Ironhawk hopes to develop 
in the future?  See Ironhawk Techs., Inc. v. Dropbox, Inc., 994 F.3d 1107 (9th Cir. 2021) (refusing 
to limit the relevant consumer solely to the Navy).  In general, given the nature of reverse 
confusion, should the relevant consumer be defined to extend beyond the plaintiff’s existing 
customer base? 

7. Combining forward and reverse confusion theories. Should courts also be advised 
against creating any rigid division between forward and reverse confusion theories? In Freedom 
Card, Inc. v. JPMorgan Chase & Co., 432 F.3d 463 (3d Cir. 2005), JP Morgan sought a declaration 
that its use of CHASE FREEDOM CARD for credit cards did not infringe a senior user’s rights in 
FREEDOM CARD for credit cards. After using the mark for a short time, the senior user (Urban 
Television Network) stopped promoting its cards in December 2001. JPMorgan began promoting 
the mark CHASE FREEDOM CARD in January 2003. The senior user claimed that it had planned 
to partner with other firms to expand efforts to market its cards, but that potential partners lost 
interest once JPMorgan entered the market. If you were representing the senior user, would you 
frame an infringement counterclaim as a claim of forward confusion? Reverse confusion? Both? 
In the actual case, the district court granted summary judgment of no likelihood of confusion, 
applying the standard multi-factor test for forward confusion, and not mentioning reverse 
confusion. Has the district court committed error by failing to invoke reverse confusion and failing 
to apply the altered multi-factor test for reverse confusion? 

8. Is reverse confusion a “likelihood of” theory? Is reverse confusion a “likelihood of” 
theory, or rather a theory calling for evidence of consummated confusion? If not, then perhaps 
reverse confusion should be said to occur when the evidence shows that the junior user is likely to 
saturate the market with a similar trademark and is likely to overwhelm the senior user. Are you 
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satisfied with this description? Is it problematic for courts to speculate about the likelihood of 
saturation? Or is this no more speculative than forward confusion? For a practical take on this 
debate, see M2 Software, Inc. v. Madacy Entm’t, 421 F.3d 1073 (9th Cir. 2005) (analyzing whether 
a jury instruction on reverse confusion using the “saturate the market” language erroneously 
suggests that reverse confusion requires a showing of existing market saturation). If a mark owner 
is unable to make a plausible allegation of actual reverse confusion, should a court dismiss on the 
pleadings under Rule 12(b)(6)? See Fortres Grand Corp. v. Warner Bros. Entm’t Inc., 763 F.3d 
696 (7th Cir. 2014) (upholding a motion to dismiss a reverse confusion allegation based on the 
lack of a plausible actual confusion allegation and an analysis of other confusion factors).  

9. Reverse confusion in the Section 2(d) context. The Federal Circuit and TTAB have 
employed reverse confusion theories to sustain oppositions under Section 2(d) and to uphold the 
denial of registrations under Section 2(d). See, e.g., Hilson Research Inc. v. Soc’y for Human Res. 
Mgmt., 27 U.S.P.Q.2d (BNA) 1423 (TTAB 1993) (sustaining opposition on the ground of reverse 
confusion); In re Shell Oil Co., 992 F.2d 1204 (Fed. Cir. 1993) (affirming denial of registration on 
ground of reverse confusion). 

10.  Reverse confusion and remedies.  Where reverse confusion is established, how should 
the court fashion appropriate injunctive relief?  In a reverse confusion case, by definition, the mark 
owner is likely to have a small imprint in the market relative to the infringer.  Should this mean 
that injunctive relief should be limited in scope?  For example, where the mark owner used UBER 
PROMOTIONS for various services, including passenger transportation services, in the 
Gainesville, Florida, area, the court concluded that the mark owner was likely to succeed in 
establishing reverse confusion arising from the defendant’s use of UBER for ride-sharing services, 
but granted preliminary injunctive relief that was limited in various ways, including geographically 
(to the county in which Gainesville was located).  Uber Promotions, Inc. v. Uber Techs., Inc., 162 
F.Supp.3d 1253, 1281-82 (N.D. Fla. 2016).   Is such a limitation consistent with sound trademark 
policy?  Does your answer turn on the fact that the case involved in-person services? 

11. Reverse confusion: examples. For cases finding reverse confusion, see, e.g., Big O 
Tire Dealers, Inc. v. Goodyear Tire & Rubber Co., 561 F.2d 1365 (10th Cir. 1977) (Goodyear’s 
use of the mark BIGFOOT is likely to cause reverse confusion with the products from the plaintiff 
dealer); Sands, Taylor & Wood Co. v. Quaker Oats Co., 978 F.2d 947 (7th Cir. 1992) (defendant 
Quaker Oats’ use of the mark GATORADE IS THIRST AID is likely to cause confusion with 
senior user’s registered mark, THIRST-AID); Banff, Ltd. v. Federated Dep’t Stores, Inc., 841 F.2d 
486 (2d Cir. 1988) (Bloomingdale’s “B Wear” women’s clothing line likely to cause reverse 
confusion with Banff’s women’s apparel line called “Bee Wear”). See also Commerce Nat’l Ins. 
Servs., Inc. v. Commerce Ins. Agency, Inc., 214 F.3d 432 (3d Cir. 2000) (use of COMMERCE by 
bank’s insurance services division is likely to cause reverse confusion with the COMMERCE mark 
owned by Commerce Insurance Agency); Dreamwerks Prod. Grp., Inc. v. SKG Studio, 142 F.3d 
1127 (9th Cir. 1998) (summary judgment for defendant is reversed and remanded because 
defendant studio’s mark “DreamWorks” could constitute reverse confusion with plaintiff’s mark 
“Dreamwerks” used for science fiction conventions). 

For cases recognizing the reverse confusion theory but finding no reverse confusion on the 
facts presented, see, e.g., Cohn v. Petsmart, Inc., 281 F.3d 837 (9th Cir. 2002) (pet supply store’s 
use of the mark WHERE PETS ARE FAMILY is not likely to cause reverse confusion with a 
veterinarian’s use of the same phrase); MicroStrategy Inc. v. Motorola, Inc., 245 F.3d 335 (4th 
Cir. 2001) (defendant Motorola’s use of mark INTELLIGENCE EVERYWHERE not likely to 
cause reverse confusion with software company’s use of the same phrase); Walter v. Mattel, Inc., 
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210 F.3d 1108 (9th Cir. 2000) (“Pearl Beach Barbie” is not likely to cause reverse confusion with 
plaintiff’s mark “Pearl Beach” used in commercial illustrations for advertisements, brochures, and 
product packaging); W.W.W. Pharm. Co. v. Gillette Co., 984 F.2d 567 (2d Cir. 1993) (plaintiff’s 
use of SPORTSTICK for lip balm not likely to cause reverse confusion with junior user’s mark 
RIGHT GUARD SPORT STICK); Chattanoga Mfg, Inc. v. Nike, Inc., 140 F. Supp. 2d 917 (N.D. 
Ill. 2001) (defendant Nike’s use of JORDAN for apparel line named after Michael Jordan not likely 
to cause reverse confusion with plaintiff’s use of JORDAN for women’s clothing line), aff’d as 
modified, 301 F.3d 789 (2002). 
 


